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RECENT DEVELOPMENTS IN THE LAW OF DISPARAGING TRADEMARKS 

The U.S. Court of Appeals for the Federal Circuit, en banc, has ruled that Section 2(a) of 

the Lanham Act precluding “disparaging” trademark registrations is unconstitutional, rejecting 

the argument that trademark registration is government speech not subject to First Amendment 

scrutiny. In re Simon Shiao Tam, 808 F.3d 1321. Filed by Federal Circuit Judge Kimberly 

Moore, eight more judges joined the majority opinion. By striking down Section 2(a) of the 

Lanham Act, the court confirmed the primacy of the First Amendment protection of freedom of 

speech, including the protection of private “hurtful speech.” Id. at 1328. In September 2016, the 

Supreme Court of the United States granted a writ of certiorari to hear the case in the upcoming 

term. Lee v. Tam, No. 15-1293.  

BACKGROUND – CATEGORIES OF PRECLUSION 

The United States Patent and Trademark Office (“Trademark Office”) provides a federal 

system for registering trademarks, as authorized by the Lanham Act. The Trademark Office rules 

list specific categories of marks that are precluded from registration under the Lanham Act. 

Many of the precluded registration categories based on Section 2(d) of the Lanham Act relate to 

marks that are likely to cause confusion, deception, or are misleading. Those categories 

precluded by Section 2(d) are ineligible because they undermine the purpose of the Lanham Act, 

which is to protect the public from consumer confusion and to provide the trademark owner with 

exclusive rights of use. By contrast, Section 2(a) of the Lanham Act bars registration of a mark 

that “[c]onsists of or comprises immoral, deceptive, or scandalous matter; or matter which may 

disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or 

national symbols, or bring them into contempt or disrepute.” This distinction between preclusion 

based on the Section 2(d) category of confusion and the Section 2(a) category of disparaging 
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marks has long been cited in First Amendment challenges to Section 2(a) rejections of trademark 

registrations. These challenges finally succeeded in the Federal Circuit’s decision in In re Tam. 

CURRENT DECISION 

Simon Shiao Tam (“Appellant”) is the most recent applicant to use the First Amendment 

to challenge a Trademark Office Section 2(a) rejection. In November 2011, Mr. Tam filed an 

application to register his band’s name, the Slants, with the Trademark Office. The Slants are an 

Asian-American dance-rock band that “feel[s] strongly that Asians should be proud of their 

cultural heritage, and not be offended by stereotypical descriptions.” In re Tam, 808 F.3d at 

1331. According to the Federal Circuit’s opinion, Mr. Tam chose the band name to make a 

statement about racial and ethnic identity, seeking to shift the meaning of an emotionally charged 

word. The band advocates for social change and challenges perceptions of people of Asian 

descent. Through its lyrics, performances, and band name, the Slants weigh in on cultural and 

political discussions about race and society.   

The Trademark Office Examining Attorney found the mark disparaging to people of 

Asian descent and refused registration of the mark. Likewise, the Trademark Trial and Appeal 

Board upheld the Trademark Office’s decision and also refused registration; Mr. Tam appealed 

to the Federal Circuit, arguing that Section 2(a) of the Lanham Act is unconstitutional in 

violation of the First Amendment.  

During oral argument in October 2015, the court noted the apparent inconsistency with 

copyright law if Section 2(a) were deemed not discriminatory in violation of the First 

Amendment, when the preclusion would be discriminatory for copyrights. The government 

argued that trademark registration was a form of government speech, exempt from First 

Amendment scrutiny. In a further effort to show that Section 2(a) was constitutional, the 
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government argued that Section 2(a) did not prevent the use of a disparaging mark, only the 

registration of a disparaging mark with the federal government. However, the court confirmed 

that trademarks are private speech and, thus, subject to strict First Amendment scrutiny. 

Applying First Amendment scrutiny, the court noted the differences between the Section 2(d) 

and the Section 2(a) categories of registration preclusion. The court observed that the Section 

2(d) categories are appropriately precluded because deceptive or misleading marks undermine 

the purposes and interests served by trademark protection: to protect the consuming public and 

legitimate markholder from confusion. However, Section 2(a) of the Lanham Act bars 

registration of a mark that “[c]onsists of or comprises immoral, deceptive, or scandalous matter; 

or matter which may disparage or falsely suggest a connection with persons, living or dead, 

institutions, beliefs, or national symbols, or bring them into contempt or disrepute.” The court 

held Section 2(a) unconstitutional for discriminating on the basis of the message conveyed, 

writing that the “First Amendment protects even hurtful speech.” In re Tam, 808 F.3d at 1328.  

Accordingly, the Federal Circuit sided with Mr. Tam, holding the Slant’s speech is 

“within the heartland of speech protected by the First Amendment.” Id. at 1331. The court held 

that Section 2(a) cannot be justified by any government interest; Section 2(a) does not further the 

Lanham Act’s purpose to prevent consumer confusion or misappropriation, nor does the 

preclusion in Section 2(a) serve to protect a markholder’s investment in the mark. Instead, the 

court held that Section 2(a) denies “the protections of registration for reasons quite separate from 

any ability of the mark to serve the consumer and investment interests underlying trademark 

protection.” Id. at 1329. The Federal Circuit held Section 2(a) of the Lanham Act “presumptively 

invalid” for discriminating on the basis of the content of the message conveyed. Applying strict 

scrutiny, the court found no reason for Section 2(a) to survive the heightened standard of review. 
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After the decision, the Patent and Trademark Office’s director, Michelle Lee, filed a 

petition for certiorari. She stated that by allowing trademark protection of “even the most vile 

epithet . . .  [t]he court of appeals has cast doubt on Congress’s ability to determine when the 

federal government will lends its assistance to private actors.” Brief for Petitioner at 10, Lee v. 

Tam, No. 15-1293 (filed Apr. 20, 2016). Lee argued that Section 2(a) did not violate free speech, 

emphasizing the voluntary nature of Federal Trademark protection and that “[e]ven without 

federal registration, respondent may use a disparaging racial term to identify his band’s goods 

and services in commerce . . .” under a common-law trademark: which arises from use of the 

band name in commerce. Id. at 11. Finally, Lee pointed out that Sections 1125(a), (b), and (d) of 

the Lanham Act provide causes of action to remedy misuse of unregistered marks by third 

parties. The Court grant certiorari, but has yet to schedule oral arguments.  

IMPACT OF DECISION 

For more than seventy years, the Trademark Office has relied on Section 2(a) as the basis 

for refusing applications for trademarks that it deems as immoral, deceptive, or scandalous. By 

striking down Section 2(a) of the Lanham Act as unconstitutional, the Federal Circuit confirmed 

“the government may not penalize private speech merely because it disapproves of the message 

it conveys.” In re Tam, 808 F.3d at 1327. The Supreme Court’s potential application of the First 

Amendment right to freedom of speech to trademarks could certainly open the Trademark Office 

door for markholders seeking registration of colorful marks, which previously would have been 

precluded.  

The court’s ruling also provides support and optimism for current markholders embroiled 

in litigation involving Section 2(a) rejections. Most notably, under Section 2(a) of the Lanham 

Act, the Trademark Office cancelled the controversial REDSKINS trademark as “disparaging” to 
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Native Americans. A district court upheld the cancellation. While the case was on appeal to the 

Fourth Circuit, Pro-Football, Inc.—holder of the REDSKINS trademark—asked the Supreme 

Court to review the case before the Fourth Circuit reached a decision. The Supreme Court did 

not grant certiorari, but the similarities between the Pro-Football case and the Tam case mean 

the Tam outcome likely will decide the future of REDSKINS as subject matter eligible for 

federal trademark protection.   

In its amicus curiae brief to the United States Supreme Court in the Tam case, Pro-

Football, Inc. agreed with the Federal Circuit’s decision that Section 2(a) of the Lanham Act 

failed First Amendment scrutiny. Pro-Football, Inc. urged the Supreme Court to hear its case 

with the Tam case, but stated “if the Court chooses to hear [the Tam] case alone, the Court 

should direct the parties to address the additional questions of whether [Section] 2(a) is 

unconstitutionally vague and where [Section] 2(a) applies only to identifiable individuals and 

juristic persons, not to groups as a whole.” Brief of Pro-Football, Inc. As Amicus Curiae in 

Support of  Respondents at 3, Lee v. Tam, No. 15-1293 (filed June 20, 2016). In Pro-Football’s 

eyes, the statute should only apply to specific, individual parties because the vagueness of the 

statue should be interpreted in a manner that “avoids constitutional questions.” Id. 

A word of caution, however, if the Supreme Court upholds the Federal Circuit’s decision: 

just because a markholder may now have the option to register an “immoral, deceptive, or 

scandalous mark,” it certainly does not make it a wise business or marketing decision to do so. 

First Amendment strict scrutiny is now to be applied to trademark registrations, but public 

scrutiny will occur as well. Depending on the unique aspects of each market, the use and 

registration of disparaging marks may alienate and offend consumers.  

 



. 

JLN: Good evening to all. We are at K+S stadium for another great night of IP football only on IPInn TV. 
We have two wonderful teams. And boy are they both at the top of their game when it comes to scandal 
and disparagement. With me is my partner in all things scandalous and disparaging, CC. CC, its great to 
be with you again. 

 

CC: Indeed JLN, excited about this evening of S+D ahead. We must warn the audience, if you would not 
let your kids watch Trump speeches, you may not want to be watching this… J [Or something like it] No 
seriously, to fully discuss trademark law concerning scandalous or immoral marks, it is necessary to 
present material that may be widely considered to be in poor taste. The relevant subject matter is by its 
nature bordering indecency and vulgarity, and may be offensive. You have been warned! 

Before we get started, we wanted to remind the audience regarding the rules of our game. JLN take it 
away. 

JLN: [PPt shown with Rules; JLN summarizes] 

• RULES SUMMARY 

--Each half of the room represents each team, during each quarter. 

--The referee will start the game with a coin toss to determine the team that gets the ball first.   

--The coach of the team with the ball chooses a “run” or “pass” question for each down. 

--If “pass” is chosen and answered incorrectly, the other team may “intercept” by answering correctly 
and then has the ball. 

--Successful answers advance the ball 5 yards for “run” questions and 10 yards for “pass” questions. 

--Each possession starts on the 20 yard line. 



--Possession changes after a score.  

--Play continues for 8 questions per quarter—4 passing plays and 4 running plays per quarter. 

--Coach can elect to kick a field goal on 4th down or last play of the half. 

JLN: the first half competition will be about scandalous marks. CC, why don’t you give us some 
background on scandalous marks. 

CC: [CC to run through and summarize scandalous PPt slides] 

Section 2(a) of the Lanham Act directs the PTO to refuse registration of a trademark that: 

Consists of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or 
falsely suggest a connection with persons living or dead, institutions, beliefs or national symbols, or 
bring them into contempt, or disrepute. 

• There is no definition for immoral or scandalous in the Lanham act, and very little legislative 
history. 

• Dictionary definitions provide guidance. 

• “… shocking to the sense of truth, decency, or propriety; disgraceful; offensive; disreputable…” 
In re Riverbank Canning Co., 95 F.2d 327, 328 (C.C.P.A. 1938).  Sort of like the Dallas Cowboys. 

• Measured “from the standpoint of not necessarily a majority, but a substantial composite of the 
general public.” In re McGinley, 660 F.2d 481, 485 (C.C.P.A. 1981). 

• Must be considered “in the context of contemporary attitudes.” In Re Old Glory Condom Corp., 
26 U.S.P.Q.2d 1216 (P.T.O. Mar. 3, 1993). 

• Threshold for scandalous is lower than obscenity in 1st amendment cases. 

• Considered in context of the marketplace. 

• But the Board does not take the point of view of an expected consumer. 

• Applicant’s intentions are generally not relevant, but the Board has taken this into account. Ex. 
Old Glory Condoms as attempting to redefine patriotism to include AIDS fight. 

• Expert testimony and survey evidence can be introduced to the Board in relation to factual 
determinations, but not on the “ultimate question.” 

• The Board does not consider other registered marks. 

• Scandalousness looks to the conscience or moral feelings of the general public. 

JLN: Alright, let the games begin! We will now turn things over to our referee and teams…. 

 

[JLN/CC to adlib a few comments during first half if makes sense] 

 



END FIRST HALF: 

 

JLN: What a scandalous first half. And do we have some halftime entertainment for you……. 

 

[1/2 time entertainment] 

 

CC:  Only here on IPInn TV could you see entertainment like that! On to the second half. On to 
disparagement. JLN, why don’t you set the stage for this half. 

 

JLN: [Show and crib from slides re disparaging marks]. Let the games begin! 

Disparagement has “an identifiable object” – “persons, living or dead, institutions, beliefs or national 
symbols.” 

• Determining Disparagement 

Two part test: 

1) What is the likely meaning of the matter in question; and 

2) If that meaning is found to refer to identifiable persons, institutions, beliefs, or national symbols, 
whether that meaning may be disparaging to a substantial composite of the referenced group.  

In re Lebanese Arak Corp., 94 USPQ2d 1215, 1217 (TTAB 2010). 

• What Is the Likely Meaning of the Mark in Question? 

Factors to consider: 

• Dictionary definitions; 

• The relationship of the matter to the other elements in the mark; 

• The nature of the goods or services; and 

• The manner in which the mark is used in the marketplace in connection with the goods or 
service. 

In re Lebanese Arak Corp., 94 USPQ2d 1215, 1217 (TTAB 2010). 

• Disparaging to a “Substantial Composite” of the Referenced Group 

• Consider the referenced group (and not the general public). 

• When considering whether a “substantial composite” of the referenced group finds the mark 
disparaging in the context of the goods and services in the application, the use of the mark 
is presumed to be public use viewable by any member of the referenced group.   



• Applicant’s belief that the term is not disparaging does not mean that a “substantial composite” 
of the referenced group does not find the term disparaging.  

In re Heeb Media LLC, 89 USPQ2d 1071 (TTAB 2008). 

• Depending on the Facts of the Case, a Proposed Mark May Be: 

(1) An innocuous term that in the context of the goods or services is disparaging; 

(2) A disparaging term that may have a non-disparaging meaning in a specific context; or 

(3) A disparaging term that has no non-disparaging meanings in any context, and remains 
disparaging despite the applicant's goods or services, actual use, or intent. 

In re Simon Shiao Tam, 108 USPQ2d 1305 (TTAB 2013). 

• Proving Disparagement (or the Lack Thereof) 

• Burden:  In an ex parte proceeding, the burden is on the examining attorney to make a prima 
facie case that the mark is disparaging.  Applicant must then rebut this case in order to register 
the mark. 

• Relevance of Other Registrations:  An argument that other potentially disparaging terms have 
been registered cannot assist an Applicant in registering a derogatory term. Even if some prior 
registrations have some characteristics similar to the applicant’s, the USPTO’s allowance of such 
prior registrations does not bind the TTAB.  

In re Squaw Valley Development Co., 80 USPQ2d 1264 (TTAB 2006); 

In re Heeb Media LLC, 89 USPQ2d 1071 (TTAB 2008). 

 

[Second half with CC/JLN adlibbing a bit if worked well in first half] 

 

[End of second half] 

 

JLN: What a game with team __ being the victor!  So much scandal and disparagement. Only on IPInn 
TV.  CC, any final comments? 

 

CC: [brief final quip] 

 



Field Goal Questions 
3 points each 

 



Field Goal Question # 1 

The mark GAMECOCK SUCKER when used in connection 
with lollipops like the one shown here was:  
A. Refused registration because it was scandalous, and 

though there was a double entendre with reference to 
the University of South Carolina’s mascot, the vulgar 
meaning prevails.   

B. Refused registration because its double meaning 
disparages the University of South Carolina’s athletic 
teams.   

C. Initially refused registration because of a likelihood of 
confusion with a prior pending application, namely 
COCK SUCKER.   

D. Successfully registered on the Federal Register. 
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Field Goal Question # 2 

An applicant can overcome a Section 2(a) bar by adding 
or removing words to the associated mark.  True or 
False? 
A. True. 
B. False. 
C. True, but only if removing words commonly 

associated with known individual/entity. 
D. True, but only if adding words not typically associated 

with known individual/entity.  
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Field Goal Question # 3 

Which one of these is not a trademark applied for by 
former Seattle Seahawks running back Marshawn Lynch? 
A. BEAST MODE 
B. POWER PELLETS 
C. LYNCH PIN 
D. ABOUT THAT ACTION BOSS 
E. FAMILY FIRST 
F. B and D 
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Field Goal Question # 4 

Boise State acquired a trademark (trade dress) 
registration for the color blue for its football field.   What 
other university installed a blue field, and ultimately 
agreed to take a license from Boise State after public 
threats of litigation: 
A. University of New Haven. 
B. Delaware University. 
C. Binghamton University. 
D. Stony Brook University. 
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Field Goal Question # 5 

What college acquired a license from Boise State for a red 
field because of Boise State’s trademark registration on 
its blue field:  
A. Rutgers University. 
B. University of Louisville. 
C. Eastern Washington. 
D. Ball State. 
E. None of the above, Boise State does not license red 

fields. 
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Field Goal Question # 6 

Which of the following trademarks did Houston NFL Holdings 
apply for when considering potential names of the franchise 
in March 1999?   
A. ENERGY. 
B. HURRICANES. 
C. COLT 45’S. 
D. ROUSTABOUTS. 
E. ROUGHRIDERS. 
F. All of the Above. 
G. All, but C. 
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Field Goal Question # 7 

How many trademark applications has Johnny Manziel 
filed? 
  
A. One. 
B. Three. 
C. Seven. 
D. Ten. 
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Field Goal Question # 8 

Which one of these is a trademark applied for by Houston 
Texans defensive end J.J. Watt? 
A. TURN DOWN FOR WATT. 
B. DREAM BIG WORK HARD. 
C. I’M DREAMING OF A WATT CHRISTMAS. 
D. WATT TIME IS IT? 
E. A and B. 
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Field Goal Question # 9 

Which of the following trademarks did Levi Strauss also 
apply for when considering names for the new San 
Francisco 49ers stadium?   
A. FIELD OF JEANS. 
B. THE HOME OF THE ZIPPER. 
C. HOUSE OF BLUE JEANS. 
D. WIN ONE FOR THE ZIPPER. 
E. A and D. 
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Field Goal Question # 10 

Why was former VP candidate Sarah Palin’s trademark 
registration for her own name initially rejected: 
A. She failed to submit evidence of use. 
B. An “adult” novelty company had already trademarked 

her name. 
C. She didn’t sign the application. 
D. Name was rejected as scandalous. 
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Field Goal Questions 
END 

 



IT’S GOOD! 



NO GOOD! 



EXTRA / OVERTIME 



Overtime Question # 1 

What year was the TORT of Disparagement (a 
cousin of defamation) first reported in a case? 

A. 1588 
B. 1776 
C. 1909 
D. 1066 
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EXTRA / OVERTIME 
END 



 
OR 

    RUN (5 YARDS)   PASS (10 YARDS) 



Passing Plays 
10 Yards Each 



Passing Plays 
FIRST QUARTER 

SCANDALOUS MARKS 



Q1 PASS Question # 1 

Congress refuses to protect trademarks with certain content that it deems 
objectionable, including marks that are scandalous and immoral, 
because: 
A. Congress made an express policy choice about how to spend public 

funds.  
B. Congress is attempting to legislate morality. 
C. Congress decided such marks should not occupy the time, services, 

and use of funds of the federal government. 
D. Congress did not want in any way to approve or sanction such 

marks.  
E. Congress is concerned about causing emotional distress. 



Q1 PASS Answer # 1 
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funds.  
B. Congress was attempting to legislate morality. 
C. Congress decided such marks should not occupy the time, services, 
and use of funds of the federal government. 
D. Congress did not want in any way to approve or sanction such 
marks.  
E. Congress is concerned about causing emotional distress. 
In re McGinley, 660 F.2d 481, 486 (C.C.P.A. 1981)  

 



Q1 PASS Question #2 

What was the frog in In re Bad Frog Brewery doing 
that offended the Board in 1999? 

A. Pooping 
B. Thinking the F word in a thought bubble 
C. Drinking a beer 
D. Giving the bird (you know, the finger) 
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Q1 PASS Question #3 

Will the USPTO register marks covering marijuana 
related services? 

A. Yes, because it’s legal in more than one state 
B. Yes, because the USPTO needs the revenue 
C. No, because weed is dangerous 
D. No, because marijuana is still illegal under federal 

law 
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Q1 PASS Question #4 

How did the USPTO know the mark HERBAL ACCESS 
was related to marijuana (and thus refuse the 
application)? 

A. The ID contained the word “marijuana” 
B. The Applicant’s website advertised the sale of 

marijuana 
C. The Applicant included a photo of a green cross in 

its specimen of use 
D. B and C 
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Passing Plays 
SECOND QUARTER 

SCANDALOUS MARKS and 
FALSE ASSOCIATION 



Q2 PASS Question #1 

Why did TTAB refuse registration of SEX ROD? 
A. The mark was found to be vulgar and falsely 

associated with the RED SOX 
B. The mark was offensive to guys named Rod 
C. The mark was confusingly similar to the RED SOX logo 
D. It didn’t 
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Q2 PASS Question #2 

True or false: a finding that a mark is immoral or 
scandalous is similar to making a determination of 
obscenity 

A. True 
B. False 
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Q2 PASS Question # 3 

 
 
If a federally registered trademark is found to be scandalous 
and immoral by a federal court, then 
A. It is void ab initio. 
B. It is voidable through a proceeding in the USPTO.  
C. It is voidable through a proceeding in the USPTO, but 

incontestability under 15 U.S.C. § 1065 is a complete 
defense. 

D. It is voidable through a proceeding in the USPTO, wherein 
if the challenger succeeds, the mark becomes void ab 
initio.  
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Q2 PASS Question # 4 

Which of the following is an actual registered trademark not 
rejected as scandalous / immoral by the Trademark Office?  
A. BLANCO BASURA, for alcoholic beverages. 
B. CRACKA AZZ SKATEBOARDS, for skateboards and 

clothing. 
C. ALL NATURAL MY DADZ NUTZ CARMELIZED JUMBO 

REDSKINS, for a line of savory peanuts. 
D. All of the above. 
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B. CRACKA AZZ SKATEBOARDS, for skateboards and 

clothing. 
C. ALL NATURAL MY DADZ NUTZ CARMELIZED JUMBO 

REDSKINS, for a line of savory peanuts. 
D. All of the above. 
  

 
20 



Passing Plays 
THIRD QUARTER 

DISPARAGING MARKS 



Q3 PASS Question # 1 

When an Asian-American Applicant attempted to register THE SLANTS for an 
Asian-American band, TTAB held that: 
A. The mark was “scandalous and immoral” when considered in the context of 

the Applicant’s claimed goods and services.   
B. The mark was disparaging, despite the fact that Applicant was a member of 

the disparaged group, because the focus of the inquiry is not on the 
applicant’s race but rather on the “referenced group’s perception” of the 
mark.   

C. The mark was not disparaging because the applicant was a member of the 
referenced group and was successfully “redefining the term in a positive 
way” through the registration.  

D. The mark was not disparaging because only a minority of Asian Americans 
both “ascribed a derogatory meaning” to the mark and found it 
objectionable.   



Q3 PASS Answer # 1 

When an Asian-American Applicant attempted to register THE SLANTS for an 
Asian-American band, TTAB held that: 
A. The mark was “scandalous and immoral” when considered in the context of 

the Applicant’s claimed goods and services.   
B. The mark was disparaging, despite the fact that Applicant was a member of 

the disparaged group, because the focus of the inquiry is not on the 
applicant’s race but rather on the “referenced group’s perception” of the 
mark.   

C. The mark was not disparaging because the applicant was a member of the 
referenced group and was successfully “redefining the term in a positive 
way” through the registration.  

D. The mark was not disparaging because only a minority of Asian Americans 
both “ascribed a derogatory meaning” to the mark and found it 
objectionable.   



Q3 PASS Question #2 

How did TTAB determine the likely meaning of THE 
SLANTS in In re Tam? 

A. Dictionary definitions and Wikipedia entries 
B. Interrogatory responses 
C. Considered the context of the band’s use of the mark 

including album cover art 
D. Consumer survey 



Q3 PASS Answer #2 

How did TTAB determine the likely meaning of THE 
SLANTS in In re Tam? 

A. Dictionary definitions and Wikipedia entries 
B. Interrogatory responses 
C. Considered the context of the band’s use of the mark 

including album cover art 
D. Consumer survey 
 



Q3 PASS Question #3 

On what ground did the Federal Circuit reverse TTAB’s decision 
regarding THE SLANTS application? 

A. The Board considered improper evidence in determining the 
meaning of the mark 

B. The Disparaging Clause of 2(a) is unconstitutional 
C. The examiner did not have standing to refuse registration 
D. The band changed its name so the issue was moot 
 



Q3 PASS Answer #3 

On what ground did the Federal Circuit reverse TTAB’s decision 
regarding THE SLANTS application? 

A. The Board considered improper evidence in determining the 
meaning of the mark 

B. The Disparaging Clause of 2(a) is unconstitutional 
C. The examiner did not have standing to refuse registration 
D. The band changed its name so the issue was moot 
 



Q3 PASS Question #4 

Is the entire 2(a) statute at issue in front of SCOTUS in In re Tam 
appeal (Lee v. Tam)? 

A. Yes, obviously 
B. No, just whether Disparagement Clause is valid on its face 

under Free Speech Clause of First Amendment 
C. No, just whether the Disparagement Clause is 

unconstitutionally vague 
D. No, just whether the Board considered the right evidence to 

determine the likely meaning of the mark 
 



Q3 PASS Answer #4 

Is the entire 2(a) statute at issue in front of SCOTUS in In re Tam 
appeal (Lee v. Tam)? 

A. Yes, obviously 
B. No, just whether Disparagement Clause is valid on its face 

under Free Speech Clause of First Amendment 
C. No, just whether the Disparagement Clause is 

unconstitutionally vague 
D. No, just whether the Board considered the right evidence to 

determine the likely meaning of the mark 

 



Passing Plays 
FOURTH QUARTER 

DISPARAGING MARKS 



Q4 PASS Question #1 

When should TTAB use the Greyhound standard? 
A. Religious disparagement cases 
B. Commercial disparagement cases 
C. Racial disparagement cases 
D. Disparagement of common carriers 
 



Q4 PASS Answer #1 

When should TTAB use the Greyhound standard? 
A. Religious disparagement cases 
B. Commercial disparagement cases 
C. Racial disparagement cases 
D. Disparagement of common carriers 
 



Q4 PASS Question #2 

What is the standard for determining whether a mark is offensive or 
disparaging under the Greyhound test? 

A. Whether a reasonable person of ordinary sensibilities would 
be offended 

B. Whether a substantial composite of the group to which the 
mark refers are offended 

C. Whether the TTAB examiner is personally offended 
D. Whether the company bringing challenging the mark is truly 

offended 

 



Q4 PASS Answer #2 
 

What is the standard for determining whether a mark is offensive or 
disparaging under the Greyhound test? 

A. Whether a reasonable person of ordinary sensibilities would 
be offended 

B. Whether a substantial composite of the group to which the 
mark refers are offended 

C. Whether the TTAB examiner is personally offended 
D. Whether the company bringing challenging the mark is truly 

offended 

 



Q4 PASS Question # 3 

 
 
Which celebrity, upon attempting to trademark KATONAH, was told 
this name is an integral part of the heritage of American Indians 
and the attempt to register it was offensive to them?  
A. Kim Kardashian, who sought to use this name on a line of 

animal-print bed linens. 
B. Martha Stewart, who sought to use this name on a collection of 

home accessories. 
C. Dwayne “Katonah” Johnson, who sought to use this name on a 

line of sports gear. 
D. Ellen DeGeneres, who sought to use this name on a line of 

men’s underwear. 



Q4 PASS Answer # 3 

 
 
Which celebrity, upon attempting to trademark KATONAH, was told 
this name is an integral part of the heritage of American Indians 
and the attempt to register it was offensive to them?  
A. Kim Kardashian, who sought to use this name on a line of 

animal-print bed linens. 
B. Martha Stewart, who sought to use this name on a collection of 

home accessories. 
C. Dwayne “Katonah” Johnson, who sought to use this name on a 

line of sports gear. 
D. Ellen DeGeneres, who sought to use this name on a line of 

men’s underwear. 



Q4 Pass Question # 4 

Which of the following is a mark that has not been 
held to be disparaging and/or scandalous?  
A. STALIN COOKIES! COOKIES THAT RULE! 
B. HITLER COFFEE 
C. WASHINGTON REDSKINS 
D. BUDDAH BEACHWEAR 
 

 



Q4 Pass Answer # 4 

Which of the following is a mark that has not been 
held to be disparaging and/or scandalous?  
A. STALIN COOKIES! COOKIES THAT RULE! 
B. HITLER COFFEE 
C. WASHINGTON REDSKINS 
D. BUDDAH BEACHWEAR 
  

 



Passing Plays 
END 
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Are You Ready for 
Some FootballTM? 

The Atlanta IP Inn Trademark Turkey 
Bowl: 

A Review of Scandalous, Disparaging, 
and False Connection Marks 

 
Atlanta IP Inn of Court 

Group 3 
November 9, 2016 

1 



OVERVIEW 

Two teams:   

Applicants (Visitors)  
   

vs. 
 

Examiners (Home Team) 
   

 
 
 

2 



RULES SUMMARY 

--Each half of the room represents each team, during each quarter. 
--The referee will start the game with a coin toss to determine the 
team that gets the ball first.   
--The coach of the team with the ball chooses a “run” or “pass” 
question for each down. 
--Successful answers advance the ball 5 yards for “run” questions 
and 10 yards for “pass” questions. 
--Each possession starts on the 20 yard line. 
--Possession changes after a score.  
--Play continues for 8 questions per quarter—4 passing plays and 4 
running plays per quarter. 
--Coach can elect to kick a field goal on 4th down. 
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OVERVIEW 

Four Quarters: 
 
1. Scandalous Marks  
  
2.   Scandalous Marks  

HALFTIME! 
3. Disparaging Marks 
  
4. Disparaging Marks 
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Prohibited Registrations 

Section 2(a) of the Lanham Act directs the 
PTO to refuse registration of a trademark 
that: 

Consists of or comprises immoral, deceptive, or 
scandalous matter; or matter which may 
disparage or falsely suggest a connection with 
persons living or dead, institutions, beliefs or 
national symbols, or bring them into contempt, 
or disrepute. 

5 



WARNING! 

• To fully discuss trademark law concerning 
scandalous or immoral marks, it is 
necessary to present material that may be 
widely considered to be in poor taste.  

• The relevant subject matter is by its nature 
bordering indecency and vulgarity, and 
may be offensive. 

• You have been warned! 

6 





What is Scandalous? 

• There is no definition for immoral or 
scandalous in the Lanham act, and very 
little legislative history. 

• Dictionary definitions provide guidance. 
• “… shocking to the sense of truth, 

decency, or propriety; disgraceful; 
offensive; disreputable…” In re Riverbank Canning Co., 
95 F.2d 327, 328 (C.C.P.A. 1938). 

8 



What is Scandalous? 

• Measured “from the standpoint of not 
necessarily a majority, but a substantial 
composite of the general public.” In re McGinley, 
660 F.2d 481, 485 (C.C.P.A. 1981). 

• Must be considered “in the context of 
contemporary attitudes.” In Re Old Glory Condom Corp., 
26 U.S.P.Q.2d 1216 (P.T.O. Mar. 3, 1993). 

• Threshold for scandalous is lower than 
obscenity in 1st amendment cases. 
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What is Scandalous? 
• Considered in context of the marketplace. 
• But the Board does not take the point of view of an 

expected consumer. 
• Applicant’s intentions are generally not relevant, 

but the Board has taken this into account. Ex. Old 
Glory Condoms as attempting to redefine 
patriotism to include AIDS fight. 

• Expert testimony and survey evidence can be 
introduced to the Board in relation to factual 
determinations, but not on the “ultimate question.” 

• The Board does not consider other registered 
marks. 

10 



Scandalous Examples 

11 



Registered Examples 

12 
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Scandalous Marks 
Applicants vs. Examiners 
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Scandalousness vs. 
Disparagement 

 
Scandalousness looks to the conscience or moral 
feelings of the general public. 
 
Disparagement has “an identifiable object” – 
“persons, living or dead, institutions, beliefs or 
national symbols.” 
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Determining 
Disparagement 

Two part test: 
1) What is the likely meaning of the matter in 

question; and 
2) If that meaning is found to refer to identifiable 

persons, institutions, beliefs, or national symbols, 
whether that meaning may be disparaging to a 
substantial composite of the referenced group.  

 
In re Lebanese Arak Corp., 94 USPQ2d 1215, 1217 (TTAB 2010). 
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What Is the Likely Meaning 
of the Mark in Question? 

Factors to consider: 
• Dictionary definitions; 
• The relationship of the matter to the other 

elements in the mark; 
• The nature of the goods or services; and 
• The manner in which the mark is used in the 

marketplace in connection with the goods or 
service. 

 
In re Lebanese Arak Corp., 94 USPQ2d 1215, 1217 (TTAB 2010). 
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Disparaging to a 
“Substantial Composite” of 

the Referenced Group 
• Consider the referenced group (and not the general 

public). 
• When considering whether a “substantial composite” of 

the referenced group finds the mark disparaging in the 
context of the goods and services in the application, the 
use of the mark is presumed to be public use viewable by 
any member of the referenced group.   

• Applicant’s belief that the term is not disparaging does 
not mean that a “substantial composite” of the referenced 
group does not find the term disparaging.  

 
In re Heeb Media LLC, 89 USPQ2d 1071 (TTAB 2008). 
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Depending on the Facts of 
the Case, a Proposed Mark 

May Be: 
(1) An innocuous term that in the context of the 

goods or services is disparaging; 
(2) A disparaging term that may have a non-

disparaging meaning in a specific context; or 
(3) A disparaging term that has no non-disparaging 

meanings in any context, and remains 
disparaging despite the applicant's goods or 
services, actual use, or intent. 
 

In re Simon Shiao Tam, 108 USPQ2d 1305 (TTAB 2013). 
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Proving Disparagement 
(or the Lack Thereof) 

• Burden:  In an ex parte proceeding, the burden is on the 
examining attorney to make a prima facie case that the mark 
is disparaging.  Applicant must then rebut this case in order to 
register the mark. 

• Relevance of Other Registrations:  An argument that other 
potentially disparaging terms have been registered cannot 
assist an Applicant in registering a derogatory term. Even if 
some prior registrations have some characteristics similar to 
the applicant’s, the USPTO’s allowance of such prior 
registrations does not bind the TTAB.  

In re Squaw Valley Development Co., 80 USPQ2d 1264 (TTAB 2006); 
In re Heeb Media LLC, 89 USPQ2d 1071 (TTAB 2008). 

 

21 



Disparaging Examples 
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Disparaging Marks 
Applicants vs. Examiners 
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Disparaging Marks 
Applicants vs. Examiners 



 
OR 

    RUN (5 YARDS)   PASS (10 YARDS) 



Running Plays 
5 Yards Each 



Running Plays 
FIRST QUARTER --  

SCANDALOUS MARKS 



Q1 RUN Question # 1 

Dictionary definitions alone may suffice to establish a 
prima facie case that a proposed mark is scandalous 
when all definitions deem the term as vulgar.  
A. True. 
B. False. 



Q1 RUN Answer # 1 

Dictionary definitions alone may suffice to establish a 
prima facie case that a proposed mark is scandalous 
when all definitions deem the term as vulgar.  
A. True. 
B. False. 



Q1 RUN Question # 2 

BONG BOWL mark for athletic apparel:  
A. Registered to Joel Douglas Rodgers – in advance of 

the 2014 game between Seattle Seahawks and Denver 
Broncos, both of which hail from states with legalized 
marijuana. 

B. Rejected by the USPTO because marijuana is a 
controlled substance. 

C. Rejected because the NFL opposed the application.   
D. Abandoned. 



Q1 RUN Answer # 2 

BONG BOWL mark for athletic apparel:  
A. Registered to Joel Douglas Rodgers – in advance of 

the 2014 game between Seattle Seahawks and Denver 
Broncos, both of which hail from states with legalized 
marijuana. 

B. Rejected by the USPTO because marijuana is a 
controlled substance. 

C. Rejected because the NFL opposed the application.   
D. Abandoned. 



Q1 RUN Question # 3 

BIG PECKER as a brand for embroidered clothing: 
A. Not registrable. 
B. Not registrable, unless incontestable. 
C. Registrable if applicant specifies “surfing trunks.” 
D. Registrable if accompanied by a specimen containing 

a bird. 
E. Registrable because mark not offensive in every 

reasonable use.  
 



Q1 RUN Question # 3 

BIG PECKER as a brand for embroidered clothing: 
A. Not registrable. 
B. Not registrable, unless incontestable. 
C. Registrable if applicant specifies “surfing trunks.” 
D. Registrable if accompanied by a specimen containing 

a bird. 
E. Registrable because mark not offensive in every 

reasonable use.  
 



Q1 RUN Question # 4 

10 

The mark COCK SUCKER for a rooster-shaped chocolate sucker was deemed: 
A. Scandalous and not registrable because using the mark on a "poultry-

themed product" does not lessen the vulgar meaning, but rather establishes 
an additional, non-vulgar meaning and a double entendre.   

B. Registrable because when a mark has a double meaning and one of the 
meanings is vulgar, the USPTO must demonstrate that the public would 
choose the vulgar meaning, and the PTO failed to do so here.   

C. Registrable because a mark that includes a double entendre is exempt from 
the prohibition of Section 1052(a) when the mark would be seen by a 
substantial composite of the general public as having both a vulgar and a 
non-vulgar meaning. 

D. Registrable because a mark must be viewed in context of the goods in the 
application, and this mark, when viewed in the context chocolate lollipops, 
was not vulgar, but simply humorous.  



Q1 RUN Answer # 4 

The mark COCK SUCKER for a rooster-shaped chocolate sucker was deemed: 
A. Scandalous and not registrable because using the mark on a "poultry-

themed product" does not lessen the vulgar meaning, but rather establishes 
an additional, non-vulgar meaning and a double entendre.   

B. Registrable because when a mark has a double meaning and one of the 
meanings is vulgar, the USPTO must demonstrate that the public would 
choose the vulgar meaning, and the PTO failed to do so here.   

C. Registrable because a mark that includes a double entendre is exempt from 
the prohibition of Section 1052(a) when the mark would be seen by a 
substantial composite of the general public as having both a vulgar and a 
non-vulgar meaning. 

D. Registrable because a mark must be viewed in context of the goods in the 
application, and this mark, when viewed in the context chocolate lollipops, 
was not vulgar, but simply humorous.  

11 



Running Plays 
SECOND QUARTER --  

SCANDALOUS MARKS and 
FALSE ASSOCIATION 



Q2 RUN Question # 1 

BIG JOHNSON: 
A. Not registrable because scandalous and immoral. 
B. Registrable for clothing. 
C. Registrable for camping stoves. 
D. Registrable for T-shirts depicting an image of a 

Johnson outboard engine. 
E. B, C and D. 
 

 



Q2 RUN Answer # 1 

BIG JOHNSON: 
A. Not registrable because scandalous and immoral. 
B. Registrable for clothing. 
C. Registrable for camping stoves. 
D. Registrable for T-shirts depicting an image of a 

Johnson outboard engine. 
E. B, C and D. 



Q2 RUN Question #2 

Which are factors in an immoral/scandalous determination? 
A. The mark is shocking to the senses in the context of 

contemporary attitudes 
B. The mark is offensive in the context of the marketplace as 

applied to only the goods described in the application  
C. The mark would be seen as vulgar by a substantial 

composite of the general public 
D. All of the above 

 



Q2 RUN Answer #2 

Which are factors in an immoral/scandalous determination? 
A. The mark is shocking to the senses in the context of 

contemporary attitudes 
B. The mark is offensive in the context of the marketplace as 

applied to only the goods described in the application  
C. The mark would be seen as vulgar by a substantial 

composite of the general public 
D. All of the above 

 



Q2 RUN Question #3 

True or False: TTAB allowed the registration of 
OLD GLORY CONDOM CORP with an American 
flag because the Applicant pledged a commitment 
to promoting safe sex? 

A. True 
B. False 



Q2 RUN Answer #3 

True or False: TTAB allowed the registration of 
OLD GLORY CONDOM CORP with an American 
flag because the Applicant pledged a commitment 
to promoting safe sex? 

A. True 
B. False 

 In re Old Glory Condoms 
 



       Q2 RUN Question # 4 

The mark BASEBALL’S EVIL EMPIRE was refused registration because it: 
A. Falsely suggests a connection with the Boston Red Sox, who 

originally coined the term.  
B. Falsely suggests a connection with the New York Yankees, because 

the mark “uniquely and unmistakably” points to the team, and the 
public would assume a connection between the applicant and the 
team due to the team’s fame.  

C. Disparages the New York Yankees because it refers to the team in a 
manner that would be considered “offensive or objectionable by a 
reasonable person of ordinary sensibilities.”   

D. Is merely descriptive of the New York Yankees and the applicant 
failed to show acquired distinctiveness.  



Q2 RUN Answer # 4 

The mark BASEBALL’S EVIL EMPIRE was refused registration because it: 
A. Falsely suggests a connection with the Boston Red Sox, who 

originally coined the term.  
B. Falsely suggests a connection with the New York Yankees, because 

the mark “uniquely and unmistakably” points to the team, and the 
public would assume a connection between the applicant and the 
team due to the team’s fame.  

C. Disparages the New York Yankees because it refers to the team in a 
manner that would be considered “offensive or objectionable by a 
reasonable person of ordinary sensibilities.”   

D. Is merely descriptive of the New York Yankees and the applicant 
failed to show acquired distinctiveness.  



Running Plays 
THIRD QUARTER 

DISPARAGING MARKS 



Q3 RUN Question # 1 

The USPTO cannot refuse to register a mark under 
Section 2(a)’s prohibition against the registration of a 
disparaging mark when the relevant “disparaging” 
portion of the mark is disclaimed in the application.     
A. True. 
B. False. 

 
 



Q3 RUN Answer # 1 

The USPTO cannot refuse to register a mark under 
Section 2(a)’s prohibition against the registration of a 
disparaging mark when the relevant “disparaging” 
portion of the mark is disclaimed in the application.     
A. True. 
B. False. 

 
 



Q3 RUN Question # 2 

STOP THE ISLAMISATION OF AMERICA for a campaign to provide 
information regarding understanding and preventing terrorism:  
A. Not registrable because scandalous and immoral. 
B. Not registrable because disparaging to Muslims. 
C. Registrable because of its religious meaning, conversion to 

Islam, was supported by dictionary definitions. 
D. Registrable because of its political meaning, political and military 

efforts to make a society subject to Islamic law, was supported by 
academic, legal and religious experts. 

E. Registrable for reasons “c” and “d.” 



Q3 RUN Answer # 2 

STOP THE ISLAMISATION OF AMERICA for a campaign to provide 
information regarding understanding and preventing terrorism:  
A. Not registrable because scandalous and immoral. 
B. Not registrable because disparaging to Muslims. 
C. Registrable because of its religious meaning, conversion to 

Islam, was supported by dictionary definitions 
D. Registrable because of its political meaning, political and military 

efforts to make a society subject to Islamic law, was supported by 
academic, legal and religious experts. 

E. Registrable for reasons “c” and “d.” 
 

 



Q3 RUN Question # 3 

A substantial composite of the referenced group must find a mark 
disparaging in order for TTAB to refuse registration of a mark under 
Section 2(a).  What constitutes a “substantial composite”? 
A. At least a majority of individuals in the referenced group must find 

the mark disparaging.    
B. At least 30% of individuals in the referenced group who may 

encounter the mark on the goods covered by the application must 
find the mark disparaging.   

C. At least 2/3 of the group must have a common understanding of the 
disparaging nature of the mark in order for there to be a “substantial 
composite.” 

D. Subjective standard – the courts have not assigned a percentage or 
fixed number to define the term. 



Q3 RUN Answer # 3 

A substantial composite of the referenced group must find a mark 
disparaging in order for TTAB to refuse registration of a mark under 
Section 2(a).  What constitutes a “substantial composite?” 
A. At least a majority of individuals in the referenced group must find 

the mark disparaging.    
B. At least 30% of individuals in the referenced group who may 

encounter the mark on the goods covered by the application must 
find the mark disparaging.   

C. At least 2/3 of the group must have a common understanding of the 
disparaging nature of the mark in order for there to be a “substantial 
composite.” 

D. Subjective standard – the courts have not assigned a percentage or 
fixed number to define the term. 



       Q3 RUN Question # 4 

TTAB held that the mark     
 
A. Could be registered, because it merely “brought to mind” Coach Paul 

“Bear” Bryant (who famously wore a houndstooth hat) and the University of 
Alabama, and was not “unmistakably associated” with Coach Bryant’s 
identity.   

B. Could not be registered, because it was likely to cause confusion with   
 
 

C. Could not be registered because it was disparaging to Coach Bryant 
through use of the word “Mafia,” which typically refers to organized crime. 

D. Both B and C.  
 
 



Q3 RUN Answer # 4 

TTAB held that the mark     
 
A. Could be registered, because it merely “brought to mind” Coach Paul 

“Bear” Bryant (who famously wore a houndstooth hat) and the University of 
Alabama, and was not “unmistakably associated” with Coach Bryant’s 
identity.  (Vacated but not reversed in 2016) 

B. Could not be registered, because it was likely to cause confusion with   
 
 

C. Could not be registered because it was disparaging to Coach Bryant 
through use of the word “Mafia,” which typically refers to organized crime. 

D. Both B and C.  
 
 



Running Plays 
FOURTH QUARTER 
Disparaging Marks 



Q4 RUN Question #1 

When was the Redskins’ trademark first 
challenged? 

A. 1992 
B. 1999 
C. 1975 
D. 2001 
 



Q4 RUN Answer #1 

When was the Redskins’ trademark first 
challenged? 

A. 1992 
B. 1999 
C. 1975 
D. 2001 
 



Q4 RUN Question #2 

How did plaintiff Harjo’s claim against the Redskins’ 
eventually die out in 2008? 

A. Cash settlement 
B. Redskins’ mark was cancelled 
C. Redskins assigned their trademark to Harjo 
D. Laches issues 
 



Q4 RUN Answer #2 

How did plaintiff Harjo’s claim against the Redskins’ 
eventually die out in 2008? 

A. Cash settlement 
B. Redskins’ mark was cancelled 
C. Redskins assigned their trademark to Harjo 
D. Laches issues 
 



Q4 RUN Question #3 

True or false: the most recent Redskins challenge 
involves the question of constitutionality of the 
Disparagement Clause of 2(a)?  

A. True 
B. False 

 



Q4 RUN Answer #3 

True or false: the most recent Redskins challenge 
involves the question of constitutionality of the 
Disparagement Clause of 2(a)?  

A. True 
B. False 

(Pro Football v. Blackhorse) – appeal pending in 
4th Circuit 

 



Q4 RUN Question #4 

True or false: TTAB allowed the registration of 
SQUAW for skis but not for retail services. 

A. True 
B. False 
 



Q4 RUN Answer #4 

True or false: TTAB allowed the registration of 
SQUAW for skis but not for retail services. 

A. True 
B. False 
 



Running Plays 
END 
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