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informative and entertaining the program was to a diverse group of members.
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To: Atlanta IP Inn of Court

From: Pupilage Group 5

Re: The Creation of a Superstar: IP, Rights of Publicity, and the Making of Mikey 
Bishopson

Date:  March 19, 2014

PUBLICITY RIGHTS

General Overview Of Publicity Rights

History and the Supreme Court:    Historically, courts have recognized an individual’s 
right of privacy,1  which was defined by two scholars in 1980 as “the right to be let alone.”2  In 
1953, the Second Circuit first recognized the right of publicity as a derivate of privacy rights.3  In 
Haelen Laboratories, Inc. v. Topps Chewing Gum, Inc., the plaintiff, a chewing gum company, 
contracted to obtain the exclusive right to use a baseball player’s picture in connection with the 
sale and distribution of its gum.  Through this agreement, the athlete agreed to refrain from 
granting this right to any other gum manufacturer.  The defendant, a competitor gum 
manufacturer, induced the ball player to contract with its company as well; the defendant argued 
that the contract between the plaintiff and the celebrity was solely a release of liability from the 
ball player’s invasion of privacy.  The Second Circuit concluded that “in addition to and 
independent of that right of privacy . . . a man has a right in the publicity value of his 
photograph.”  The court reasoned that the word “property” was strictly a symbol of the fact that 
courts recognize a claim, which has monetary value.  It deemed this property right a “right of 
publicity.”  The recognition of this property interest gave the plaintiff a valid claim against the 
defendant as the plaintiff was the exclusive grantee and holder of the player’s right of publicity.  
While the case was ultimately remanded to the trial court for factual determinations of the 
contract dates and content, Haelan Laboratories was a pivotal moment in the emergence of a 
celebrity’s right of publicity.  

Over twenty years after the Second Circuit handed down Haelan, the United States 
Supreme Court recognized an individual’s right of publicity.4  In Zacchini v. Scripps-Howard 
Broadcasting Co., the plaintiff, an entertainer and performer of a human cannonball act, brought 

                                                

1See, e.g., Cruzan v. Missouri Dep’t of Health, 497 U.S. 261, 281 (1990) (recognizing a state’s interest in protecting 
an individual’s choice in refusing life-sustaining medical treatment); Roe v. Wade, 410 U.S. 113, 153 (1973) 
(recognizing a right of privacy in connection with a woman’s right to abortion); Griswold v. Connecticut, 381 U.S. 
479, 484-85 (1965) (recognizing a right of privacy in connection with birth control laws); Brents v. Morgan, 299 
S.W. 967, 970 (Ky. 1927) (defining a right of privacy as “the right to be let alone . . . the right of a person to be free 
from unwarranted publicity, or the right to live without unwarranted interference by the public about matters with 
which the public is not necessarily concerned”).
2 Samuel D. Warren & Louis D. Bradeis, The Right to Privacy, 4 HARV. L. REV. 193, 193 (1890).  
3 Haelan Labs., Inc. v. Topps Chewing Gum, Inc., 202 F.2d 866, 868 (2d Cir. 1953). 
4 Zacchini v. Scripps-Howard Broad. Co., 433 U.S. 562 (1977).  



2

a suit against the defendant broadcasting company who filmed the plaintiff’s act at the Geauga 
County Fair in Burton, Ohio.  The plaintiff noticed the presence of the reporter and requested 
that the reporter refrain from filming the performance; despite the plaintiff’s wishes, his fifteen-
second act was broadcast in its entirety on an 11:00 pm news program. Although the plaintiff’s 
claim arose from a state-created right of publicity, the Ohio Supreme Court held that the 
defendant, based on rights arising out of the First and Fourteen Amendments, could air news and 
other matters of public interest that would otherwise be protected by the right of publicity.

The Court recognized that this particular interest in a right of publicity is rather analogous 
to the goals and benefits of patent and copyright law in that the states want to afford protection 
and rewards for a celebrity’s endeavors.   Our highest court ultimately reversed the decision of 
the Ohio Supreme Court, holding that the broadcast of the filming of the performer’s entire act 
poses a significant threat to the commercial value of his performance and thus should not be 
protected by the First Amendment, as neither the public nor the news station will be deprived of 
the benefit of his human cannonball performance so long as the economic value in the 
performance is recognized and rewarded.  The right of publicity, as accepted by the Court, seeks 
to prevent unjust enrichment from one’s time, effort, and expense by the robbery of good will.   

What’s Protected: Today, numerous states have statutes governing publicity rights;5

others recognize publicity rights through common law.6  Since the first state recognition of the 
right of publicity, it has since developed to encompass many areas of a celebrity’s identity.  In 
Motschenbacher v. R.J. Reynolds Tobacco Co., the court recognized a publicity right in a racecar 
driver’s identity, personality, and endorsement of a national cigarette advertisement.7  Plaintiff 
was an internationally known racecar driver who individualized his cars to distinguish him from 
other drivers; additionally, the plaintiff derived part of his income from product endorsement 
deals with various manufacturers willing to pay the price.  Defendants produced and televised a 
commercial, which used a stock color photo in which the plaintiff’s car appeared in the 
foreground.  Despite being unable to recognize the facial features of the defendant, changes in 
the racing numbers, and a few other minor alterations the car, the court held that this 
advertisement could be a violation of the plaintiff’s right to publicity and remanded the case for 
further proceedings.  While the identity of Motschenbacher was not discernible in the picture, the 
court recognized a publicity right in the distinctive decorations on the plaintiff’s car, including 
white pinstriping, an oval medallion, and a red color.

Publicity rights did not stop at a celebrity’s image.  The same court from Motschenbacher
extended publicity rights to include a protection in a singer’s distinct and recognizable voice.8 In 

                                                

5 The following states recognize publicity rights solely pursuant to statute:  Florida, Illinois, Indiana, Massachusetts, 
Nebraska, Nevada, New York, Oklahoma, Rhode Island, Tennessee, Virginia, and Washington; however, California, 
Kentucky, Ohio, Pennsylvania, Texas, Utah, and Wisconsin recognize publicity rights both under common law and 
statute.   ROBERT LIND ET AL., 2 ENTERTAINMENT LAW 3D: LEGAL CONCEPTS AND BUSINESS PRACTICES § 13:8 § 13:8
(2012).    
6 The following states have recognized publicity rights through common law alone: Alabama, Arizona, Connecticut, 
Georgia, Hawaii, Michigan, Minnesota, Missouri, and New Jersey.  Id. 
7 Motschenbacher v. R.J. Reynolds Tobacco Co., 498 F.2d 821, 825 (9th Cir. 1974).  
8See generally Midler v. Ford Motor Co., 849 F.2d 460 (9th Cir. 1988) (recognizing the value in a celebrity 
musician’s distinct voice).
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Midler v. Ford Motor Co., the court held that “when a distinctive voice of a professional singer is 
widely known and is deliberately imitated in order to sell a product, the sellers have appropriated 
what is not theirs,” violating one’s right of publicity.9  Defendants, including Ford Motor 
Company, recorded a commercial in which they employed a former back-up singer of Bette 
Midler to “sound as much as possible like” her.  After the commercial aired, Midler, a Grammy 
Award-winning singer, filed a complaint, which was dismissed on summary judgment in favor of 
the defendants.  On appeal, the court noted that while Midler’s name, picture, or actual voice 
were not used in the advertisement, Midler, also widely known in the advertising world for her 
failure to take endorsements, had a distinctive voice, which, when imitated in order to sell a 
product, had recognizable value and property rights.10  The case was remanded for trial, and a 
jury returned a verdict in favor of Midler, awarding $400,000 in damages.  In Midler, the court 
recognized a misappropriation claim in the economic value of Midler’s voice.  Misappropriation 
is the “taking and use of another’s property for the sole purpose of capitalizing unfairly on good 
will and reputation of the property owner.”11  The Midler court recognized this tort claim by 
deriving common law property rights from companion statutes which afford damages to a person 
injured by the use of the person’s “name, voice, signature, photograph or likeness” and which 
recognize property rights in a deceased person’s “name, voice, signature, photograph or 
likeness.”12

In Waits v. Frito-Lay, Inc.,13 plaintiff, Tom Waits, a professional singer, songwriter, and 
actor known for his “gravelly singing voice,” sued Frito-Lay under facts eerily similar to Midler. 
Waits, much like Midler, steadily maintained a policy of not doing commercials, turning down 
many major endorsement contracts throughout his career. Defendant, Frito-Lay, Inc., commonly 
known for distribution of chips, sought a Waits sound-a-like; they cast Stephen Carter despite 
legal concerns that he sounded too much like Waits.  The day the commercial was due for 
release, attorneys were contacted and questioned on the risk of a lawsuit; again, despite concerns 
and “recent case law recognizing the protectability of a distinctive voice,” Frito-Lay aired the 
commercial.  Waits brought suit for voice misappropriation and false endorsement under the 
Lanham Act.  Despite arguments by the defendant for the court to reconsider Midler, the court 
reaffirmed that the “right of publicity protects against [voice] imitation for commercial purposes 
without the celebrity’s consent.” The court ultimately affirmed the jury’s award of $375,000 in 
compensatory damages, but vacated the $100,000 awarded for false endorsement under the 
Lanham Act, holding that it was ultimately a duplicate recovery.

Despite California common law recognizing publicity rights in the likeness of one’s well-
known voice, New York law fails to recognize economic value in voice imitation.  In Tin Pan 
Apple, Inc. v. Miller Brewing Co., New York did not extend the same protection.14  The court 
reasoned that under the New York statute there was only protection for a “name, portrait, or 

                                                

9 Id. at 463.  
10 Midler, 849 F.2d at 463.  
11 BLACK’S LAW DICTIONARY 901 (5th ed. 1979). 
12 Midler, 849 F.2d at 463; CAL. CIV. CODE § 3344 (West 2012); CAL. CIV. CODE § 990 (West 2012).
13  978 F.2d 1093 (9th Cir. 1992).  
14 737 F. Supp. 826, 837 (S.D.N.Y. 1990).  
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picture.”  The court failed to derive a common law action and property right as California did in 
Midler and stuck to the specific text penned by the legislature.

Elements Overview:  Because the right of publicity is a state created cause of action, the 
elements vary by state.  Courts have typically adopted one of two different tests to address it.  In 
some courts, a plaintiff must prove: 1) the defendant used the plaintiff’s identity or persona, 2) 
the appropriation of the persona was for the defendant’s advantage, commercial or otherwise, 3) 
the plaintiff did not consent to the use of his or her identity, and 4) the appropriation is likely to 
cause an injury to the plaintiff.15  Other courts have adopted the restatement approach, which 
requires the plaintiff to prove 1) the defendant, without permission, has used some aspect of the 
identity or persona in such a way that the plaintiff is identifiable from defendant’s use, and 2) the 
defendant’s use is likely to cause damage to the commercial value of that persona.16

Post Mortem:  There is no general consensus when it comes to post mortem publicity 
rights. A total of 14 states have recognized a post-mortem right of publicity.   New York, 
however, is not among that fourteen. The courts have interpreted New York’s publicity right to 
end at death citing to the statutory language “living person.” 17  In California, the courts rejected 
a post mortem publicity right, but this was ultimately overruled by the California legislature.18

Of the states that have recognized post mortem rights, few have addressed the duration of 
those rights.  For example, Tennessee has held that an individual’s publicity rights are indefinite 
so long as it continues to be used; 19 other states have placed limitations. In Virginia, publicity 
rights shall expire after twenty years;20 in Ohio, these rights expire after sixty years.21  

First Amendment Defense: There are a variety of ways that the defendant may defeat a 
plaintiff’s right of publicity claim, but the most important defense is the First Amendment. The 
First Amendment has produced an extensive amount of case law in right of publicity 
jurisprudence. The commercial or noncommercial nature of the speech is often of vital 
importance. In cases where the speech is purely commercial in nature, courts have found that the 
right of publicity will often trump the First Amendment.22  In a recent case involving Michael 
Jordan, the Seventh Circuit analyzed a grocery store advertisement congratulating Jordan on his 
many accomplishments in the basketball world.23  The court found that the advertisement was 
commercial in nature for First Amendment purposes, and remanded the case for discussion on 
the merits.  When the speech is not commercial in nature, the First Amendment plays an 
important role.  The theory of fair use applied in copyright law has been subsequently applied to 

                                                

15 31 Thomas Phillip Boggess V, Cause of Action for an Infringement of the Right of Publicity § 5 (2d ed. 2006)
16 RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 46
17 Shaw Family Archives, Ltd. v. CMG Worldwide, Inc., 434 F. Supp. 2d 203 (S.D.N.Y. 2006);  N.Y. CIV. RIGHTS 

LAW § 50 (McKinney 2014). 
18 Lugosi v. Universal Pictures, 603 P.2d 425 (Cal. 1979); CAL. CIV. CODE § 3344.1 (West 2014).
19 TENN. CODE ANN. § 47-25-1104 (2014). 
20 VA. CODE ANN. § 8.01-40 (2014). 
21 OHIO REV. CODE ANN. § 2741.02 (LexisNexis 2014). 
22 See, e.g., Comedy III Prods., Inc. v. Saderup, Inc., 21 P.3d 797 (Cal.  2001). 
23 Jordan v. Jewel Food Stores Inc., No 12-1992, 2014 WL 627603 (7th Cir. Feb 19, 2014)
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the right of publicity.  For example, in ETW Corp v. Jireh Pub., Inc., a sports artist created a 
painting celebrating Tiger Woods’s victory at the 1997 Masters Tournament.24 ETW Corp., the 
owner of Woods’s intellectual property rights, filed suit alleging various causes of action 
including the violation of Woods’s right of publicity. The court found that the paintings were 
expressive speech and noncommercial in nature despite the fact that the prints were sold for 
profit. The court applied a transformative effects test adopted by the California Supreme Court 
and concluded that the work contained significant transformative elements which made it worthy 
of First Amendment protection.  Society’s interest in freedom of artistic expression significantly 
outweighed Woods’s personal interest.   
       
Publicity Rights in Georgia

Generally: The state of Georgia recognizes the “right of publicity” at common law.  In 
1982, the Supreme Court of Georgia answered a certified question from the US Court of Appeals 
for the Eleventh Circuit holding that Georgia shall recognize a right of publicity.25  

Elements: The common law protects against the appropriation of a person’s name or 
likeness regardless of whether the individual is a private citizen or a public figure.26 In order to 
successfully bring a claim based on the violation of one’s right of publicity in Georgia, one must 
prove 1) the use of another’s person name or likeness, 2) that the use was without consent, and 3) 
the use was for financial gain.27  McQueen v. Wilson stated in dicta that publicity rights include 
an individual’s identity, picture, papers, name, or signature. 28  

Post Mortem: The Georgia courts have recognized a post-mortem right of publicity, but 
they have yet to rule on the length of time this right may recognized.29   

Remedies: The remedies available to a Georgia plaintiff include injunctive relief, 
compensatory damages, and punitive damages.30

Defenses: Georgia has also recognized a variety of defenses to publicity rights claims.  
These include 1) a First Amendment or newsworthiness defense,31 2) consent,32 and 3) innocent 
publication with knowledge of an advertisement that misappropriates a person’s likeness.33

                                                

24 332 F.3d 915 (6th Cir. 2003). 
25 Martin Luther King, Jr., Ctr for Soc. Change, Inc. v. Am. Heritage Prods., Inc., 296 S.E. 2d 697 (Ga. 1982). 
26 Id. 
27 Id. at 703. 
28 161 S.E. 2d 62, 65 (Ga. Ct. App. 1968), rev’d on other grounds, 162 S.E. 2d 313 (Ga. 1968). 
29 Id. 
30 Cabaniss v. Hipsley, 114 Ga. App. 367 (1966). 
31 Toffoloni v. LFP Pub. Grp., 572 F.3d 1201 (11th  Cir. 2009); Martin Luther King, Jr., Ctr for Soc. Change, Inc. v. 
Am. Heritage Prods., Inc., 296 S.E. 2d 697 (Ga. 1982).
32 Whisper Wear, Inc. v. Morgan, 677 S.E.2d  178 (Ga. Ct. App. 2006).
33 Cabaniss v. Hipsley, 151 S.E.2d 496 (Ga. Ct. App. 1966).
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TRADEMARKED CATCHPHRASES, NICKNAMES, SIGNATURE MOVES, POSES 
AND LOGOS FOR PROFESSIONAL ATHLETES

Professional athletes own trademarks for logos, catchphrases, slogans, nicknames, and 
gestures.34 Some examples of names and nicknames include “Linsanity,” “Thorpedo,” “Mr. 
October” (Reggie Jackson), “Earvin “Magic” Johnson” (Magic Johnson);examples of 
catchphrases include “unbelievably believable” (Robert Griffin III), “Got Strange” (Jared Allen), 
“Fear the Brow,” “Raise the Brow” (both owned by Anthony Davis, in reference to his unibrow) 
and “Stomp You Out” (Michael Strahan).35

It is also possible to obtain trademark protection for signature moves, such as Kareem Abdul-
Jabbar’s famous “Skyhook” signature shot.36

Poses can also receive trademark protection. Tim Tebow has obtained a United States trademark 
registration for his iconic pose, which involves Tebow on “bended knee, fist on forehead, in a 
religious display on the field.”37 Likewise, Usain Bolt has also obtained a United States 
trademark registration for his "Lightning Bolt" pose; Michael Jordan for his "jumpman" pose; 
and Johnny Wilkinson for his "distinct kicking stance" in rugby.38

Images or logos of individual athletes can also receive trademark protection. For example, Nike 
owns the logo of Derek Jeter, and Tiger Woods has numerous trademark registrations using his 
name or image.3940  

Athletes sometimes allow their sponsors to own trademarks in their names or associated slogans. 
Nike owns the rights to “LeBron” (referring to LeBron James) for example.41

Uses of Catchphrases, Nicknames, Signature Moves, Poses, or Logos Protected by 
Trademark

1. Allow the individual celebrity to identify him or herself, or his or her services or goods. 
o Very important in a world that runs on social media and the Internet. 

                                                

34 Doug Williams, Athletes trademarking the phrase that pays, ESPN Playbook (July 13, 2012), 
http://espn.go.com/blog/playbook/fandom/post/_/id/6108/athlete-trademarks-becoming-commonplace; see also
Sport and Branding, WORLD INTELLECTUAL PROPERTY ORGANIZATION, http://www.wipo.int/ip-
sport/en/branding.html.
35 See Williams, supra note 34. 
36 See Williams, supra note 34.
37 Evan Morse, “Tebowing,” “Linsanity,” and the Trademarks of the Modern Athlete,” FORDHAM INTELL. PROP.
MEDIA & ENT. L. J. (Dec. 5, 2012), http://iplj.net/blog/archives/5608. 
38 WORLD INTELLECTUAL PROPERTY ORGANIZATION, supra note 1.
39 Brent Sausser, Athletes' Trademarked Names --The Brand on the Field!, SAUSSER & SPURR (Mar. 18, 2013), 
http://sausserspurrlaw.wordpress.com/2013/03/18/athletes-trademarked-names-the-brand-is-out-on-the-field/.
40 WORLD INTELLECTUAL PROPERTY ORGANIZATION, supra note 34.
41 Katie Thomas, Sports Stars Seek Profit in Catchphrases, THE NEW YORK TIMES (Dec. 9, 2010), 
http://www.nytimes.com/2010/12/10/sports/10trademark.html.



7

o The identification of the celebrity can act as quality assurance of sorts.
2. Generate revenue, even post-retirement, through clothing, TV shows, and other 

industries.
o One example of a celebrity successfully using trademarks to generate revenue is 

Bengals wide receiver Terrell Owens, who wrote a children’s book, had a 
breakfast cereal named after him, and made guest appearances on TV ads and TV 
shows, including “The T.O. Show,” a reality show.42

Trademark Protection and Registration
Trademarks can receive common law protection, state trademark law protection, or federal 
trademark law protection. Unregistered marks are protected by the Lanham Act, section 43(a), so 
long as it is demonstrated that the mark acquired secondary meaning, or distinctiveness.43 Still, it 
is easiest to assert trademark rights if an applicant registers his or her trademark with the Patent 
and Trademark Office (“USPTO”).44

To register the trademark, one must establish use or a bona fide intent to use. In the context of 
professional athletes’ trademarks, one could establish use by using the trademark on goods, or by 
displaying a service mark when advertising or rendering services.45 One could establish a bona 
fide intent to use under Section 1(b) of the Lanham Act by simply stating in the application 
under penalty of perjury that they intend to use the mark. 46 The USPTO does not require 
applicants to provide evidence demonstrating bona fide intent in the application.47 However, 
there have been instances where persons successfully challenged applications or registrations on 
the basis that the applicant did not have that bona fide intent at the time of filing.48

Phrases or nicknames protected by trademark, unlike copyrights or patents, do not have to be 
original to receive legal protection. The athlete or celebrity can receive trademark protection 
even though he or she did not create the original phrase he or she is seeking to register as a 
trademark.49

                                                

42 Thomas, supra note 41.
43 See Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 767 (1992).
44 Ryan S. Hilbert, Losing the Race to Trademark Sports Catchphrases, Law360 (Apr. 25, 2012), 
http://www.law360.com/articles/331695/losing-the-race-to-trademark-sports-catchphrases (“In order to establish 
prior trademark rights to a term or catchphrase for which there has not yet been any valid trademark use, it is 
important to contact trademark counsel as soon as possible and to file a trademark application for that term or 
catchphrase with the USPTO”).
45 Brett H. Pavony & Jaia Thomas, For the Love of the Name: Professional Athletes Seek Trademark Protection, 2 
PACE. INTELL. PROP. SPORTS & ENT. L.F. 153, 154-55 (2012), available at: 
http://digitalcommons.pace.edu/cgi/viewcontent.cgi?article=1011&context=pipself.
46 Keith A. Barritt, Trademark Applicants Beware: US Trademark Office Raises Bar for Demonstrating a “Bona 
Fide Intent” to Use Mark in US Commerce, FISH & RICHARDSON TRADEMARK THOUGHTS (2010), 
http://www.fr.com/files/uploads/attachments/trademark//TrademarkThoughtsSpring2010.pdf.
47 Id.
48 Id. at 2 (citing Boston Red Sox Baseball Club LP v. Sherman, 88 USPQ2d 1581 (TTAB 2008)).
49 Hilbert, supra note 44 (noting that Pat Riley was not the first to coin the phrase “three-peat,” but was the first to 
file a trademark application for “three-peat” in 1989).
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Section 2(e)(4) of the Lanham Act bars registering a mere surname. But athletes have overcome 
this obstacle by combining their surname with other features so that they are not merely 
registering their individual surname.50

Phrases linked to specific geographies or dialects, such as “Who Dat” (common vernacular 
among some in the “Deep South”) can be given trademark protection if they are associated with 
a sports team.51

Trademark owners can license trademarks for use on goods and to identify services. The length 
of the license will depend on the specific licensing agreement, and so long as there is no 
abandonment of the trademark. Ideally, the licensor will prepare a detailed and exclusive 
licensing agreement, with a ‘quality control’ provision allowing the licensor to control the 
quality of the goods and/or services sold under his or her trademark.52  

What if someone files an application to register the trademark before the athlete or 
celebrity?

The USPTO will often rule against people other than the celebrities using marks based on the 
celebrities’ names, such as “Linsanity” and “Tebowing,” even if those other persons filed an 
application to register the trademark before the celebrities in question.53 For example, the 
USPTO rejected the application of two Tim Tebow fans who tried to obtain a registration for 
“Tebowing” with the USPTO. The USPTO rejected the fans’ application because it falsely 
suggested a connection to Tim Tebow, per Section 2(a) of the Lanham Act.54One illustrative 
example demonstrating the importance of applying for a registration quickly concerns Vince 
Young. On January 5, 2006, someone (not Vince Young) filed trademark applications for Vince 
Young’s initials and nickname, Invinceable, just one day after Young’s winning touchdown in 
the national title game. Young sued for trademark infringement in 2008, and the case was 
settled.55

Example of Trademark Litigation over Nickname:
 In January 2010, Shaquille O’ Neal’s company filed a lawsuit against Michael Calmese 

for opening an online store selling “Shaqtus” collectibles, such as kids and adults’ 
apparel, hats, pillows, and others. Calmese registered “Shaqtus” as an Arizona trade name 
with the Arizona Secretary of State for “clothing/advertising.” O’Neal alleged trademark 
infringement, unfair competition, trademark dilution, cybersquatting and violation of the 

                                                

50 Sausser, supra note 38.
51 Lauren A. Fields, Who Owns Dat?, 13 TUL. J. TECH. & INTELL. PROP. 251, 253-254 (2010)(discussing the 
NFL/New Orleans Saints dispute over “Who Dat”).
52 Pavony & Thomas, supra note 45.
53 Williams, supra note 34.
54 Hilbert, supra note 44.
55 Thomas, supra note 41.
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right of publicity after Calmese did not cease and desist from use of the mark following a 
letter from ESPN asking that he do so.56

 The term “Shaqtus” originated when sportswriters called O’Neal “The Big Cactus” and 
“The Big Shaqtus” when he was with the Phoenix Suns. O’ Neal stated that the “Shaqtus” 
mark contained his “Shaq” mark and that Calmese was therefore unlawfully using O’ 
Neal’s mark. 

 The court weighed eight factors to determine the likelihood of confusion. Having 
examined the eight factors (including strength of the mark, proximity of the goods, 
similarity of the marks), the court concluded that there was a “high likelihood of 
confusion.” The court also found that Calmese “intended to cause confusion with the 
Shaqtus mark” because he knew about the Shaq mark and chose to use it after O’Neal 
was dubbed “Shaqtus.”57

 However, the court found that the Shaqtus character, half-human and half-cactus, did not 
violate O’Neal’s right to publicity because it was “sufficiently transformative” and did 
not use O’Neal’s “real name, voice or signature.”58

FALSE ENDORSEMENT

Generally: False Endorsement is governed by § 43(a) of the Lanham Act, which 
addresses the standard of infringement of an unregistered trademark or trade dress. 15 U.S.C. § 
1125(a). The Lanham Act's purpose is to protect commercial parties from unfair competition by 
reducing the "likelihood of consumer confusion." Waits v. Frito-Lay, 978 F.2d 1093, 1103 (9th 
Cir. 1992). False endorsement claims receive protection if a uniquely distinguishing 
characteristic of the celebrity's identity is used in a way that would confuse consumers without 
the celebrity's approval. Wendt v. Host Int'l, 125 F.3d 806, 812 (9th Cir. 1997). For the purpose 
of definition in the Lanham Act in cases involving celebrities, the "trademark" involved is the 
celebrity’s persona. White v. Samsung Elecs. Am., 971 F.2d 1395, 1400 (9th Cir. 1992). 
Celebrities bear a high burden of proof for the "likelihood of consumer confusion" because their 
likeness are commonly used in a wide range of publications. Kournikova v. Gen. Media 
Communs., Inc., 278 F. Supp. 2d 1111, 1120 (C.D. Cal. 2003).

Elements: The Ninth Circuit has set out an eight factor test for determining the likelihood 
of confusion regarding false endorsement from use of a celebrity image. AMF, Inc. v. Sleekcraft 
Boats, 599 F.2d 341, 348-49 (9th Cir. 1979).

The elements are:
• The strength of the plaintiff's mark;
• Relatedness of the goods;

                                                

56 Mine O’ Mine, Inc. v. Calmese, No. 2:10-CV-00043-KJD, 2011 WL 2728390 (D. Nev. July 12, 2011) aff’d, 489 
F. App’x 175 (9th Cir. Nov. 21, 2012).
57 Mine O’ Mine, supra note 56 at *8.
58 Mine O’ Mine, supra note 56 at *8-9.
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• Similarity of the marks;
• Evidence of actual confusion;
• Marketing channels used;
• Likely degree of purchaser care;
• Defendant’s intent in selecting the mark; and
• Likelihood of expansion of the product lines.

None of these factors are determinative, and only those that are relevant to the individual case 
are weighed. Downing v. Abercrombie & Fitch, 265 F.3d 994, 1008 (9th Cir. 2001).

Remedies: Plaintiffs are entitled to an injunction under § 34 of the Lanham Act against 
the use of their likeness unless the unfair use was willful, in which case the plaintiff is entitled to 
damages under §§ 35(a) and 36. Damages include the defendant's profits, damages sustained to 
the plaintiff, and the costs of the action under the guidance of the court.

Defenses: There are three affirmative defenses against actions under the Lanham Act. 15 
U.S.C. § 1125(c)(4). Fair use, noncommercial use, and news reporting or commentary are not 
liable under the Act.
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NARRATOR:   
 
 
To some, 1968 was a year of sex, drugs, and rock and roll. To others it was the year of 
the Martin Luther King, Jr., and Bobby Kennedy assassinations -- and the riots at the 
Democratic National Convention in Chicago. 
 
[Sunshine of Your Love by Cream] 
 
And to some, 1968 is simply remembered as the year Mikey Bishopson was born. 
 
 
Mikey’s charm and charisma were apparent from birth.  Though he lost out on the Life 
cereal gig to that “other” Mikey, he first captured America’s heart as the adorable face of 
Crispy Critters cereal, the first (and last) caffeinated breakfast cereal. 
 
 
Mikey’s athletic talents soon eclipsed his early acting dreams, however.  He dominated 
every sport he played.  Baseball, football, rhythm gymnastics, you name it—he excelled. 
The thrill of victory.  The agony of defeat.  This was Mikey’s destiny: to push his body to its 
limits, and beyond.  But Mikey was no ordinary athlete.  For someone with talents like his, no 
ordinary sport would do.  Mikey was an innovator, a pioneer.  There was only one sport befitting 
his athletic grace.  The Sport of Kings:  Extreme curling. 
 
Bo Jackson?  Michael Jordan?  A roided-up Lance Armstrong?  All AMATEURS 
compared to Mikey Bishopson in the sport of Extreme Curling.   
 
And it is here our story truly begins… 
 
The year was 1985.  
 
[karma chameleon plays]  
 
Our hero, Mikey “the Bishop” Bishopson is 17 and even at that tender young age is in the 
prime of his athletic career. He had everything a kid could want. Wealth, fame, a full beard.  
And most importantly, the best agent in the business, the legendary Larry Maguire. 
 
[FIRST SKIT BEGINS]   
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SKIT 1: trademark scene 

 
Set: Larry’s office. 
Characters: 

• Mikey Bishopson. 
• Larry Maguire, Mikey’s agent.  

 
 
Cue scene.  MIKEY walks into LARRY’s office.  
  

LARRY 
 
Hey, it’s Mikey Bishopson!  How is the world’s greatest extreme curler?  [emphatic handshake] 
 

MIKEY 
 
Well, you tell me Larry Maguire.  How am I doing? 
 

LARRY 
 
Listen kid, things are going great.  I gotta admit, when I first heard about this extreme curling 
thing, I wasn’t so sure.  Curling combined with luge?  People launching themselves down the ice 
to crash into one another?  Who’s gonna watch that?   
 
But now this thing is HUUGGEE!!  And it’s all because of you Mikey.  You’re a star.  You won’t 
believe some of the things I’ve got lined up for you.  You name it, they’ve called.  Jell-O, Frito, 
Oreo, Pistachio.            
 

MIKEY 
 
Sounds great Larry.  You had me at Jell-O. 
 

 
 
 

LARRY 
 
Listen kid, we gotta talk though.  You gotta help me help you.  We’re not just talking 
endorsements here; think about your own shoes, your own shirts.  We gotta think big.  We gotta 
think . . . trademarks.      
 

MIKEY 
 
Sure, sounds great Larry.  So what are we talking about?  My name Mikey Bishopson? 
 

LARRY 
 
Absolutely.  Michael Jordan.  Donovan McNabb.  Tiger Woods.  All have United States 
trademark registrations. 
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MIKEY 

 
What about my nickname, THE BISHOP?   
 

LARRY 
 
Absolutely.  Just like MR. OCTOBER. 
 
 

MIKEY 
 
What about the name of my signature move, the FIANCHETTO? 
 

LARRY 
 
Absolutely, just like TEBOWING. 
 
 

MIKEY 
 
What about an outline of the way that my signature FIANCHETTO move looks? 
 
[Mikey does some crazy pose] 
 

LARRY 
 
Absolutely, just like Usain Bolt’s signature move. 
 
 

MIKEY 
 
What about my catchphrase, CHECKMATE? 
 

LARRY 
 
Absolutely, just like YOU CANNOT BE SERIOUS. 
 
 

MIKEY 
 
What about my logo? 
 
 
 

LARRY 
 
Absolutely.  Mikey, I can’t really think of anything sports-related here, but here’s one for the 
Playboy Bunny. 
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MIKEY 

 
Hey, that’s pretty cool Larry.  Show me the bunny. 
 

LARRY 
 
Here you go Mikey, let me show you the bunny. 
 
[Larry tilts his paper for Mikey to see] 
 

LARRY 
 
Look, Mikey, I’m no legal expert.  That’s why I became a sports agent.  But I know enough to 
know that a trademark can be any word, name, symbol, or other designation that is used to 
identify your goods or services and distinguish them from the goods and services of others.  So 
you’ve potentially got quite a few here.  And we need to do what we can to protect them.  I also 
know that timing can be important if we’re talking intent-to-use applications rather than use-
based applications, so if there are particular classes of goods or services where you intend to use 
but haven’t yet, the sooner we file the better.   
 

MIKEY 
 
Sounds great Larry, let’s do it.  And while we’re on it, one other thing.     
 

LARRY 
 
You bet, anything for you Mikey. 
 

MIKEY 
 
How much have you heard about this new guy Rick Rooker?   
 

LARRY 
 
Ah, Mikey, cmon, he’s a nobody, don’t worry about him.  He’s nothing compared to you. 
 

MIKEY 
 
I don’t know Larry.  The fans seem to like him.  And I think it’s because he’s stealing my 
gimmick.  He calls himself THE ROOK.  He calls his signature move CASTLING.  He’s even 
got his own logo: 
 
 
 
And he’s got that infuriating tagline: DON’T SEND A MINOR PIECE TO DO A MAJOR 
PIECE’S JOB.  I don’t even know what that means Larry.  I don’t even play chess.  I just liked 
the nickname THE BISHOP.          
 

LARRY 
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Hey, it’s alright Mikey, don’t sweat this guy.  You were first.  You were doing all your stuff long 
before him.  And you’re still the best.  Does he have multiple Olympic gold medals?   
 

MIKEY 
 
No. 
 

LARRY 
 
Does he have multiple X-Games . . . . uh . . . uh . . . whatever it is they give out at the X Games? 
 

MIKEY 
 
No. 
 

LARRY 
 
And does he have the greatest agent in the world, Larry Maguire? 
 

MIKEY 
 
I hope not. 
 

LARRY 
 
No no Mikey, you’re my guy.  You complete me. 
 

 
MIKEY 

 
What? 
 

LARRY 
 
Nevermind.  But I’m going to take care of you Mikey.  I don’t know what exactly is going to 
happen with all this trademark stuff.  But I’m going to look into it for you.  You just keep 
focusing on plowing headfirst down that curling lane of life, and leave the rest to me.   
 
[End of Skit] 
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NARRATOR: 
 
The year was 1993. 
 
[Smells Like Teen Spirit plays] 
 
His once unprecedented athletic career came to a tragic end when he suffered a horrific 
injury in the World Championships of Extreme Curling.   
 
[SLIDE: ESPN photo of injury] 
 
But like the champion he had always been, Mikey persevered.   
 
[SLIDE:  “Life Goes On”] 
 
He found hope and inspiration in music, quickly becoming the most successful solo artist 
of the 1990s.  
 
He won the Grammy for Song of the Year, Album of the Year, and Record of the Year, 
even though at no point could anyone adequately explain how these were different.   
 
And his art!  Rembrandt would have wept in jealousy at Mikey’s skill with a brush; Dale 
Chihuly was known to come to Mikey for advice on glass sculpture.  
 
But fame has a price.  With a name and likeness as valuable as Mikey’s, legal battles are 
bound to ensue.   
 
And so we rejoin Mikey in the midst of one the greatest legal battles he would ever face -
-- the fight for his very name.     
 
[SKIT 2 begins.] 
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SKIT #2 – IP Inn of Court - Right of Publicity Skit 
Version 2 
Date: March 16, 2014 
------------------------------------------------------------------------------------------------------------
------------------------------ 
NARRATOR: 
 
To set the stage, Mikey has brought a state court action against Ms. Pawned Off claiming 
that the print “Bishop’s Move” violates his common law right of publicity, among other 
claims.  This state court action is brought in the State of Common Law.  
 
Mikey wants to enjoin future sales of the print and simultaneously is pursuing a claim for 
damages from past sales. Ms. Pawned Off wants a declaratory judgment that she is 
entitled to sell this print. 
 
The court has bifurcated the Lanham Act claims from the common law right of publicity 
claims and has ordered the parties to mediation to try to resolve the common law right of 
publicity claim.  
 
Scene 1: Caucus Session of Mediation 
Actors:   Mikey 
  Mikey’s attorney  
  Ms. Pawned Off (“Pawn”) 
  Pawn’s attorney  
  Mediator  
 
Mediator: 

I am the mediator in this session.  Mikey, you brought this suit. What is this all 
about? 
 

Mikey: 
Ms. Pawned Off is using my name and image in her print, “Bishop’s Move.”  
That little pawn also has plans to include the print on all sorts of “trinkets and 
trash” for sale . . . coffee cups, T-shirts, mouse pads . . . you name it. I’m famous 
and I need to protect my image. I’ve worked so hard all my life to get here.  You 
just won’t believe the hardships. 
 

Mikey’s attorney: 
Well, let me refine that a bit. As you must know, my client is almost as famous as 
me. Ms. Pawned Off is using Mikey’s nickname, image and other indicia of his 
identity, without his consent, for her commercial benefit, to market and sell her 
prints of “Bishop’s Move” in violation of my client’s right of publicity. We are 
here to stop it.   
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Pawn’s attorney: 
My client, who prefers to go by “Pawn,” is entitled to express her artistic visions 
in any manner she sees fit. The First Amendment guarantees this expression. Let’s 
stop this craziness right now and let freedom ring. 
 

Mediator: 
 Pawn, do you have anything to add? 
 
Pawn: 

Yeah, why do these rich “Bishops” have to pick on simple “pawns” all the time? I 
have been producing my artwork since long before old X-games boy here was 
even riding a sled.  Extreme Curling – what the hell kind of sport is that . . .  
Besides, you can’t even really make out his image on the print with all the 
“TRANSFORMATIONS” [winking at her counsel] and the use of “Bishop” is his 
nickname, it isn’t even his name.   
[Pawn’s attorney winces at the last statement] 
 

Mikey:   
[Looking threateningly at Pawn] Hey, sacrificing the pawn – that is a move this 
Bishop does well. . . you will see . . .  

 
Scene  2: Breakout Session w/ Plaintiffs at Mediation 
Actors:   

Mikey 
Mikey’s attorney 
Mediator 

 
Mediator:   

What is your offer? 
  
Mikey: 

$30 million and not a penny less, that is my final offer. 
 

Mikey’s attorney: 
Ms. Mediator, every human being, even the ultra-famous, like me and Mikey, has 
the inherent legal right to control and profit from the commercial use of his or her 
name and image. And it has been violated here.  
 

Mediator: 
Well, I am unfamiliar with this right, tell me more about it?  
 

Mikey’s attorney: 
Well, half of the states have adopted some form of the right of publicity either at 
common law or by statute. This allows Mikey to capture the fruits of his labor. 
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Mediator: 
 Is it the same thing as the right of privacy? 
 
 
Mikey’s attorney: 

Paradoxically, it is an outgrowth of the right of privacy.  Over time, the right of 
publicity has expanded to include many aspects of a person’s persona that 
symbolizes or identifies the person (such as a nickname, voice, catchphrase, 
picture or performing style. As a result, both Mikey’s image and the term 
“Bishop” are protectable.  
 

Mediator: 
You mean, if I created an ad with an image of a robot that looked like Vanna 
White or created a line of port-a-johns using the phrase “Here’s Johnny,” I would 
be violating a right of publicity.  Scratch the idea of ad executive off my career 
plan . . .  Mikey, how have you been harmed by this? 

 
Mikey: 

You heard my man Larry, it keeps me from capturing the “fruits of my labor.” 
Hey, companies are required to “show me the money” to use my name and image.  
And, it is so bad that my old high school girlfriend approached me last week and 
asked me to autograph that so-called piece of artwork.  Everyone thinks that junk 
is mine!  
 

Mikey’s attorney: 
Ms. Mediator, Mikey is partially correct [looking in Mikey’s direction] and should 
really let me do the talking.   The right of publicity is a very expansive intellectual 
property right.  Unlike a claim of trademark infringement or false endorsement 
under the Lanham Act, we are not required to prove any likelihood of confusion.  
That Pawn is using the value associated with Mikey’s image to help sell her prints 
and associated products.  The use is not incidental. Why would she have used 
Mikey’s image other than to get Mikey’s fans to buy the print?   
 

Mediator: 
Well, it seems to me that there is a conflict between the right of publicity and the 
First Amendment right of freedom of expression.  Even if the use of the image is 
a “commercial use,” Mikey’s image is used in a piece of artwork. Why should 
you be entitled to stifle such creativity?  
 

Mikey’s attorney: 
This use by this little pawn is a blatant attempt to capitalize on Mikey’s image and 
is simply a disguised commercial.  There is no transformation - distinctive or 
expressive content here that should be protected.  Think you should be asking the 
Pawn’s attorney why it should be protected by First Amendment, it is their 
defense?   
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Mediator: 
 OK, OK  . . . . let’s see what the other side has to say in response to your offer. 
 
 
Scene 3: Breakout Session w/ Defendants at Mediation 
Actors:  Pawn 
 Pawn’s attorney 

Mediator 
 
Mediator: 

At this stage, Mikey and his attorney make compelling arguments.  One question 
for you: Why should “Bishop’s Move” be entitled to First Amendment 
protection?  
 

Pawn’s attorney: 
Ms. Mediator, you have to understand - the right of publicity is not to be broadly 
construed. The Restatement of Unfair Competition says so, precisely because 
these rich, famous folks don’t need more protection—they are already rich and 
famous, just like that fat cat Mikey.  My client is just a struggling artist . . .  
 

Mediator: 
Now this is starting to sound like class warfare.  Am I going to have to get Britt 
Hume from Fox News to come in here and teach you something about America? 
I’m not listening to this nonsense. All Americans are treated equally by the law, 
especially those that are rich and famous.   
 

Mediator:  
Let me say this again: Why should “Bishop’s Move” receive First Amendment 
protection?  This isn’t political expression? Why does the First Amendment have 
anything to do with this? 
 

Pawn’s attorney: 
The First Amendment protects more than that. Look, celebrities are part of our 
common cultural discourse.  Courts apply two different tests to balance the Right 
of Publicity vs. First Amendment protection – the Rogers test and “transformation 
test.”  We don’t need to bore you [looking at the audience] with details, but under 
either test, there should be protection.  The central use of the image in the work is 
not merely the exploitation of Mikey, but the main value is the distinctive and 
expressive content that shows the creativity and skill of Pawn as an artist.  It is 
primarily Pawn’s expression.  
 

Pawn: 
Mikey needs no protection; his rate of return is already stupendous. On the other 
hand, I’m broke if this matter isn’t resolved today. 
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Mediator: 

But how is this work of art related to Mikey, and why are his nickname and image 
even included in the picture? Isn’t this gratuitous? 

 
Pawn: 

Gratuitous, let me tell you about gratuitous. Treating Mikey as a celebrity with 
what he calls “art”  . . . He is nobody and his art is nowhere.    
 

Mediator: 
Well, it doesn’t matter if he is a nobody, you still can’t misappropriate his 
nickname and image without his consent.  
 

Mediator: 
We aren’t making much progress here. Would you change the name of the print to 
remove the reference to “Bishop?”  Maybe this is simply a “Pawn’s Move” 
instead? Can you at least give me a counter to their $30 million demand? And, 
what about the products that Mikey mentioned you intend to exploit with the 
image? 
 

Pawn’s attorney: 
 

We’ll give them sand, lots of sand, which he can pound. And we know nothing 
about any so-called trinkets and trash [quickly ushering Pawn out]. . . . 

 
[END OF SKIT] 
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NARRATOR:  
 
And now our story takes a darker, sadder turn.   
 
[Joe Walsh, “Life’s been good to me so far…” begins playing, then volume lowers and 
narrator continues speaking/moving slides over the music] 
 
For Mikey, what began as a perfectly understandable and completely manageable peyote 
addiction – [narrator, breaking character: hey, we’ve all been there, am I right? (more 
hesitantly) Right? ] morphed into a heartbreaking battle with alcohol.   
 
For a time, it looked like Mikey was going to squander his God given talents in sport and 
the arts and fall victim to alcohol, like so many talented people before him.  
 
In the summer of 1998, perhaps the darkest time in Mikey’s life, he began an epic bender 
that began in an Aspen-area Chili’s and ended, 48 hours later, when he woke up, alone in 
the Colombian rainforest.  Like the real Colombia, not South Carolina or “the District 
of.” I’m talking Colombia Colombia.   
 
And there our story might well have ended, were it not for the power of True Love.   
Mikey was rescued by a woman – Adrianna Vazquez de la Playa Ocho Cinco – whose 
beauty Mikey, and Mikey alone – and ONLY because of his artist’s eye – was able to 
immediately recognize. 
 
(stressing the point that only Mikey can appreciate her beauty) 
 
[photo of wife] 
 
With Adrianna’s support, Mikey turned his life around.  He entered rehab, and after his 
recovery  in the year 2000, he returned to Savannah GA, the town of his birth. Mikey and 
Adrianna started a family, raising two sons: Mikey Jr., and Keith.   
 
Mikey wrote a memoir, called “Sled Headfirst Into Life,” which stayed as the number 1 
NY Times non-fiction best seller for 134 weeks (many years later the movie adaptation 
would become the second most commercially successful film of all time, just behind 
2015’s “50 Shades of Grey.”)  
 
They enjoyed love and happiness and success for many years.   
 
And now, in the summer of 2013, we return once again to Mikey’s story. 
 
[Lorde’s Royals plays] 
 
[Song plays as actors enter stage and get set, then fades out.] 
 
[SKIT 3 begins] 
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SKIT 3 
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SKIT 3:  false endorsement 
 
Scene 1: 
 
Set:  Larry’s office 
Characters: 

• Mikey Bishopson 
• Larry McGuire 
• Ms. Bosley 

 
Cue scene:  Mikey and Larry are in Larry’s office looking over final paperwork for an 
endorsement deal.  In walks Ms. Bosley for Grogain hair loss and restoration products.   
 
[picture of Mikey in advertisement holding a bottle of Grogain hair restoration product] 
 
Ms. Bosley shakes hands with Mikey and Larry.   
 

LARRY  
 

Ms. Bosley, welcome, I’m Mikey’s agent, Larry McGuire.  Mikey is very excited to be 
adding the Grogain hair enhancement adhesive gel to his list of proudly endorsed 
products.  We have to keep our superstar looking his best and Grogain is a product that he 
can definitely put to good use.   
 
We have been looking over the final agreement and we think we are very close on terms.  
A few additional items for the lawyers to “comb through” and we will be ready to get 
started.  
 

MS. BOSLEY 
 

We are excited to have Mikey on board too.  I have to tell you that I was “pulling my hair 
out” trying to convince my CEO.  There is a lot of concern that Mikey’s – how should I 
put this – that Mikey’s past may come back to haunt us and reflect badly on Grogain.  
But, you have convinced me that Mikey is a changed man. Just don’t forget - I had to use 
all of my weight as VP of Marketing to get our CEO on board with this.  So, I’m 
counting on you. Grogain is counting on you.   
 

MIKEY 
 

No worries, Ms. Bosley.  Those hair-raising days are behind me.  My wife is keeping me 
on the straight and narrow these days. No way she lets me mess this one up.  
 
[GREY TEXT OPTIONAL, IF THERE IS TIME:  
 

MIKEY 
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[[ Plus I love Grogain.  I can see the ads now.  In fact, I’ve been thinking about some of 
my own.  What do you think of this: 
 
[Mikey turns to the audience as if he is looking into a camera.  In a stilted voice]: 
 
Hi.  I’m Mikey Bishopson.  When I was a world-champion athlete my motto was “No 
Pain.  No Gain.”  Now that I’m a middle-aged has-been my motto is “No mane?  
Grogain!” 
 

BOSLEY 
 
Um, no. 
 

MIKEY 
 
OK.  What about this?: 
 
Hi.  I’m Mikey Bishopson.  If my life has taught me one thing, it’s that success can be 
here today, and gone tomorrow.  But that was before I found Grogain.  With Grogain it’s: 
“Gone today.  Hair tomorrow.”  Grogain! 
 

BOSLEY 
 
Still no. 
 

MIKEY 
 
It’s OK, I got one more: 
 
“Hi.  I’m Mikey Bishopson.  You want to know what turned my life around?  When I 
switched from cocaine to Grogain.  You should too!” 
 
[BOSLEY gasps] 
 

LARRY 
 
Hey Mikey, why don’t we leave the ads to the professionals.   
 
[To Bosely]  Ms. Bosley, I can assure you that Mikey’s dark days are behind him.  Let us 
take a look at this agreement and we’ll get back to you shortly.   ]] 
 
 
[Ms. Bosley and Mikey leave] 
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Scene 2: 
 
Set:  Larry’s office 
Characters: 

• Larry McGuire 
 
Larry’s mobile phone rings 
 

LARRY 
 

Larry McGuire here .   . . .  [now very agitated and excited] well, hello Ms. Bosley.  Now, 
don’t light your hair on fire.  No, I haven’t seen those blogs or social media posts . . . . 
No, Mikey has not signed a deal with Adrenalin Mist Energy Spray.  I can assure you he 
has not consented to the use of his image.  I understand the concerns.  Don’t lose any hair  
. . . I mean sleep . . . over this.  Send me the link via email and we WILL HANDLE 
THIS.   
 
 
Scene 3: 
 
Set:  Larry’s office 
Characters: 

• Larry McGuire 
• Mikey Bishopson 
• Mikey’s counsel 

 
Cue scene:  Mikey, Larry and Mikey’s counsel are all hovered over a computer.   
 
[show images of the Adrenalin Mist Energy Spray social media posts and blogs] 
 
LARRY AND MIKEY IN UNISON TO MIKEY’S COUNSEL (talking over each other) 

 
You have to stop this. . . . this is going to ruin our potential deal with Grogain.  They 
have threatened to back out of the deal because of this.  (Mikey: My family is horrified, 
my publisher has called, the children’s library does not want me to speak to the children 
tonight . . .) 
 
[They all look up in horror at the images on the screen] 
 

MIKEY’S COUNSEL 
 

We can challenge on Rights of Publicity grounds, but we have done THAT before, so 
let’s try something different, shall we?   
 
[Mikey and Larry look at Mikey’s counsel with concern and question] 
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MIKEY’S COUNSEL 

 
This is a clear case of false endorsement. A false endorsement claim is actionable under 
the Lanham Act if the claim is based on the unauthorized use of a uniquely distinguishing 
characteristic of a celebrity’s identity that is likely to confuse consumers as to the 
celebrity’s sponsorship or approval of the product.  
 

LARRY 
 

Hey . . . but I read Law360 and Googled this before you got here  . . .  isn’t likelihood of 
confusion a “determinative issue” in a false endorsement claim under the Lanham Act . . . 
. do we have that here . . .  after all, didn’t they include a disclaimer of non-endorsement? 
 
[Mikey shaking his head] 
 
 

MIKEY [looking at Larry] 
 

Do you think you are a lawyer now?!? 
 

LARRY 
 

Well, I do watch a lot of Law and Order on TNT.  I love that network [Todd, as Larry, 
turns to the audience].  In fact, everybody should watch more TNT.  
 
 

MIKEY [looking at the audience and nudging Larry] 
 
On AT&T U-verse. 
 

MIKEY’s COUNSEL 
 

[Looking impressed] Well, Larry is correct.  Courts will consider the appropriate factors 
to determine if a likelihood of confusion exists similar to the standards in a trademark 
infringement case – like strength of the mark, similarity of the mark, relatedness of the 
goods.  Whether actual confusion must be proven depends on the claim.   
 
Here, the “mark” is the celebrity’s persona and “strength” refers to the level of 
recognition . . . 
 

MIKEY [cutting off his counsel] 
 

I am the most recognizable and interesting man in the world  . . [pull out Dos Equis 
bottle] . . . [looking at the audience] stay thirsty my friends . . .  
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MICKEY’s COUNSEL 

 
Hold on now – even if we have a claim and meet the elements, they may assert First 
Amendment and nominative fair use defenses . . .  
 

MICKEY 
 

I have heard enough about potential defenses, especially the First Amendment – isn’t this 
potentially libelous or defamatory. . . . ? 
 

MICKEY’s COUNSEL 
 

Well, um  [uncomfortable]. . .  truth is a defense . . . but, what do I know about that, I am 
just an IP lawyer . . . Sooo, moving on . . . we can send a demand letter requesting that 
they take down the images.  In addition, we can contact the social media platforms and 
report the misuse.   
 

MIKEY 
 

That sounds great! Go tear their hair . . .  I mean hearts . . .  out.   
 

LARRY 
 

HOLD ON FOR A SEC. . . .  If we send a letter or make a demand, are we likely to end 
up with even more adverse publicity.  How many people have even liked, shared, re-
tweeted, followed or comments on this link or posting. . . .  If Adrenalin Mist posts our 
demand letter on the blog or challenges us . . .  aren’t we potentially making the entire 
situation worse?  Maybe, we just relax and let this comb over . . . I mean, blow over.   
 
[Mikey’s counsel looks at Larry with disgust] 
 

LARRY 
 
OR [with an expression of having a great idea] we could approach Adrenalin Mist about 
a potential endorsement deal with Mikey and turn this into a positive.  Mikey, you did ask 
me to not only “show you the bunny . . .  I mean money” but to give you the whole 
“quan.”  It’s my job, man.   
 

MIKEY 
 

Hey, the “quan” is my term and means the whole package – the RESPECT.  I can’t have 
this stuff out there . . . . I worked too hard to clean up my image and people are going to 
think that I endorse this product – this company has been accused of exploiting people in 
villages in South America to harvest their “key ingredient.”  I can’t let them get by with 
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this.  Larry, you get the PR machine into overdrive to combat this on social media . . . I 
want to have a coordinated response PRONTO . . .  
 
[Looking at Mikey’s counsel ] Draft the letters and report the abuses to the social media 
platforms.  File the complaints and get the TRO – I want this down NOW!!!! 
 
I will go and talk with Ms. Bosley and smooth this over . . . . 
 
[END OF SKIT] 
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NARRATOR: 
 
[slide:  Next 17 years…] 
 
[song – Turn Turn Turn] 
 
[start after music] 
 
Mikey spent the next 17 years committed to making the world a better place for all. With 
the help of his fame and immense fortune, he traveled the world as a man of service.   
Whether negotiating with world leaders … 
 
[photo of negotiation] 
 
….or fighting legal battles --- like, actual legal BATTLES– to protect the rights of those 
less fortunate.  Indeed, while fighting for the rights of street mimes he was nearly choked 
out by an ill-tempered magistrate judge.   
 
[photo of judge strangling him] 
 
He poured his heart into everything he did.   
 
[song fade out] 
 
Except, unfortunately, when it came to his son Keith.  Mikey Jr., his eldest son, was the 
apple of his father’s eye.  Over time, Mikey Jr. grew into the same strapping young man  
Mikey Sr. was in his youth.  Mikey Jr.’s talents for sports, music, and art – and his kind 
heart – were nearly the equal of his father’s.  And many thought the physical resemblance 
between the two was nearly uncanny.  Not so for his brother Keith. 
 
[show three photos side by side] 
 
Keith was a jealous, petty little boy, and though he was loved by his parents and had 
every advantage in the world, well … he grew up into a real schmuck.  
 
And it didn’t help that his father Mikey Sr. was famously quoted as saying, “I love my 
sons equally, and would never pick a favorite. But if I had to pick, well, yeah, it would 
definitely be Mikey Jr.”   
 
And so the years went by.  Mikey and Adrianna’s love was as strong as it had ever been, 
and the boys – both approaching 30 – were finally out of the damn house.   
 
Suddenly, tragedy struck the family once again.  Mikey, only 62 years young, was 
leading an international humanitarian mission from Savannah GA , to Brunswick GA.   
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There, he stopped to pet a pretty little animal on the beach which he mistook for baby 
loggerhead turtle. Mikey, for all his gifts, wasn’t so good with identifying reptiles, and it 
turned out to be a deadly puff adder.  (By 2030, these had become quite common in GA, 
you know, what with global warming and all.) 
 
And so, we return once more for the final chapter of Mikey’s saga.   
 
The year was 2030. 
 
[“In The Year 2525” starts playing] 
 
[SKIT 4 BEGINS] 
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SKIT 4 
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Post-Mortem Rights/Copyright Joint Owner – Skit 4 
 
Scene:  Brothers sitting at table with their mom, Mikey’s widow (Adriana’s sister).  
Year:  2030. 
Judge:  Jason R. 
****** 
 
Mikey Jr. (“M”): I can’t believe he’s dead.  How could this have happened? 
 
Keith (“K”):  Well, it probably had something to do with trying to pet that puff adder on 
the head. 
 
Mom:  (sobbing)  Yes, your father was so loving, all the creatures of the world, he treated 
them as equals.   
 
Keith:  Yes, so sad.  [Pause]  So, moving on, let’s talk about the money. 
 
M:  What’s there to talk about?  Father would have wanted it all to go his charity, “The 
Mikey Bishopson Center for Curlers Who Can’t Read Good And Want to Learn to Do 
Other Stuff Good Too.”   
 
K:  No way.  I’ve been cut out for too long, it’s MY time now.   
 
M:  what are you talking about?   
 
K:  Everyone knows you were his favorite!  I mean, look at you.  Sometimes I wonder if 
he was even my real father! 
 
Mom:  (looking nervously to side)  Umm…. I have the will right here (pulls out scroll-
like document) and it does look like Mikey Jr. gets the majority of his father’s rights, 
including the post-mortem right of publicity. 
 
K:   I KNEW IT!  I knew he would cut me out, that old, stinking----(cut off) 
 
Mom:  Stop it Keithy, I won’t have you dishonor your father’s memory this way. 
 
Keith: But I already spent a lot of my inheritance on this outfit!   
 
Mom:  (looking at him curiously) Yeah, about that, Keithy, we should probably talk. 
 
Keith:  Mom, it’s the future. Everyone dresses like this.  Well, did I get anything? 
 
Mom:  He gave almost everything to Mikey Jr. All you got was joint ownership with 
Mikey in your father’s beautiful love song:   “Let’s Just Do This Thing.”  
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M:  (grabs will)    Hah!  She’s right, I control the use of his name and likeness. And 
because I’m a joint owner of the song rights, you can’t do anything with that song 
without my permission. 
 
K:  You may think you own his image, but the man is dead – it’s open season on his 
name and likeness, and I’m not letting anyone get in my way.  In fact, I have dozens of 
products ready to go to market!   
 
(Keith grabs the will, starts reading it) 
 
M:  What the? The man died 2 days ago!  How do you possibly have products ready to 
sell?   
 
K: What can I say? I’m a planner.   
 
Mom:  Oh Keithy, what have you done?  What are these products you’re talking about? 
 
Keith:  Mother, I’m glad you asked!  (grabs box full of stuff) I have, pulling out each one 
in turn ….   
 
---Mikey Bishopson fuel injector treatment. 
---Mikey Bishopson pitted prunes 
---Mikey Bishopson toddler training pants 
---Mikey Bishopson dog food. 
 
---Oh, and, this is a great one -- here is a Mikey Bishopson one step pregnancy test! 
 
And if you get positive results you’re all set with the Mikey Bishopson nursing pillow! 
 
M:  (in stunned silence) Wow, that was even worse than I thought it was going to be. I’m 
not going to let you do any of that.  It will destroy his good name and reputation. 
 
Keith: Let me say this more slowly so Mr. Daddy’s Favorite can understand:  there’s 
nothing you can do about any of this.  I’ve already signed a contract, it’s too late.   
 
M:  We’ll see about that!  I’m filing a TRO right now (taps on watch or phone, or even 
just types in the air, making beeping noises) 
 
Judge enters: Knock knock – did someone order a TRO? 
 
Keith:  Wow.  2030 has brought some real improvements on this whole e-filing thing.   
 
Judge:  What’s this all about?  But wait a second (Turning to mom) How YOU doing? 
 
M:  He wants to ruin our father’s good name by putting his face on all this garbage! 
(holds up some of the items) 
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K:  It’s not garbage.  Every piece of it was Made in China! 
 
Judge:  Wait, I recognize you (looking at Mikey Jr.).  I had a case about 30 years ago, 
didn’t I kick your butt?  I choked you out boy!   
 
Mom:  (Clearly very interested in the judge).  No Senor Judge.  That was my now 
DECEASED husband.  (Flirting)  Just to be clear, he is dead.  I am not seeing anyone. 
 
Brothers: (disgusted at the flirting) Mom! Seriously?! 
 
Mom:  Anyway, [pointing at Mikey] THIS is my son and THIS is his greedy brother, in 
the space age skirt.   
 
Judge:  All right, let’s get down to business.  I have two more TROs that just came 
through, I only have a minute.  Start talking. 
 
Mikey:  Dad died 2 days ago.  He left me all of his rights of publicity in his will, so I 
clearly control those rights now that he’s dead.  And there’s no way I’m letting Keith 
here use Daddy’s name on all of these…unmentionables.   
 
Keith:  The man is dead.  A post-mortem right of publicity?  That can’t be a thing, right?  
I’m his son, and I should be able to use my father’s face and name however I want.   
 
Brothers:  So who’s right? 
 
Judge:  Well [looking toward the audience] …. It depends.   
 
Keith:  On what? How much Mikey Jr. paid you?  I can pay you more!  I’ll give you a cut 
of the back end on all this good stuff. 
 
Judge:  (Seriously) Don’t you dare question my integrity—I choked your dad and I’ll 
choke you.   
 
Mikey:  I apologize on behalf of my brother.  What does it depend on your honor? 
 
Judge:  Well, every state’s different.  Some have no law on this at all, others have 
statutes, and others have only the common law.  For example (putting on NY hat), in NY 
there are no post-death rights of publicity. Under New York law, Keith wins.   
 
Keith:  Hah! I knew it! I win. 
 
Judge:  No so fast future boy.  In Tennessee (puts on TN hat of some kind), rights of 
publicity exist – and last indefinitely – as long as they’re commercially exploited.  So 
under that state’s law, Mikey wins.   
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Mikey:  Love it!  God Bless Elvis and his never-ending rights of publicity.  So it’s 
settled, I win. 
 
Judge:  Well, remind me—in what state was your father domiciled when he died? 
 
(Brothers, looking at each other, having no idea) 
 
Keith: Judge, I’m not sure what you mean by domiciled, but my father was a proud New 
Yorker. 
 
Mikey:  No he wasn’t!  He hated NY. But (wiping away tears) damn if that man didn’t 
love his home state of Tennessee… 
 
Mom:  Awful!  You are embarrassing yourselves.  Your father was a proud son of 
Georgia, and he spent his last 30 years here, right until the day he died petting that pretty 
little snake.  
 
Judge:  Well then.  So he was domiciled in Georgia when he died.  That makes it a little 
more interesting.   
 
Keith: Why is that? 
 
Judge:  Georgia does recognize a post-mortem right of publicity, and under this will, 
Mikey Jr. here owns those rights. 
 
Keith:  Oh come on! I’ve got merchandise ready to move!  How long do these rights last 
in Georgia? 
 
Judge:  Well that’s the thing…   
 
(All lean in, dramatic pause)  
 
Judge (spooky voice):  NO ONE KNOWS.  
 
(Everyone Gasps). 
 
Mom: Like a Tootsie Pop!   
 
(Everyone looks at her in confusion) 
 
[Photo from commercial] 
 
MOM:  What? You don’t remember the owl with the licking and the questions? 
 
Judge: Well, that’s all the time I have for you boys today.  
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Keith:  Wait, one more thing – what about the song “Let’s Just Do This Thing.” I’m a 
joint owner, can I license it?   
 
Mikey:  No way, right?  He needs my permission. 
 
Keith:  It’s too late!  I’ve already licensed it to Bristol Meyers Pfizer Pepsi to sell their 
refreshing line of medicated soft drinks!   
 
Judge:  Mikey, sorry to tell you – he’s got you on this one.  As a joint owner of the 
copyright in that song, he is free to license it however he wants. He simply has to split the 
money with you.   
 
Mikey:  Keith, please tell me you at least got a good deal.   
 
Keith:  You bet I did!  I traded it for a lifetime supply of refreshing medicated Pepsi! 
(holds up can)  I wonder what this one does?  (guzzles it down, then holds stomach).  Uh, 
I don’t feel so good. 
 
Mom:  Oh Keithy….   
 
 
[END SKIT] 
 
 
 







THE EARLY YEARS 



“A well-caffeinated Mikey Bishopson, age 6.”  



MAKING OF A STAR 
A “Natural” Athlete – he trained hard, 
but - with sports, everything came easy 
to Mikey. 

Mikey at 17  



The Sport of Extreme 

Curling 





1985 



SKIT #1 - TRADEMARKS 
• Script developed by Todd Williams 

 

• Research Assistance provided by: Justin Chay and Lisa Pavento 
 

• Actors: 
• Role of Larry Maguire played by Todd Williams. 
• Role of Mikey Bishopson played by Michael Bishop.  

 
 
 



TRADEMARKS 



TRADEMARKS 



TRADEMARKS 



TRADEMARKS 



TRADEMARKS 



TRADEMARKS 



TRADEMARKS 



TRADEMARKS 



TRADEMARKS 



TRADEMARKS 



1993 





LIFE GOES ON. . .  
A True Renaissance Man  . . .  
Adored by his fans . . . .  





Ever in search of inspiration -- The Softer Side of 
Mikey Bishopson 



SKIT #2 – RIGHTS OF PUBLICITY 
• Script developed by: Halsey Knapp 

 

• Research Assistance provided by: Kimberly Scott 
 

• Actors: 
• Role of Mediator played by Kimberly Scott. 
• Role of Mikey’s counsel played by Jerre Swann. 
• Role of Ms. Pawned Off (“Pawn”) played by Laura Fritts. 
• Role of Pawn’s counsel played by Shoghi Ghalehshahi. 

 
 

 



RIGHTS OF PUBLICITY 



1998 



Life’s been good to me so far . . . 





Adrianna (inner beauty not shown) 



After Rehab . . .  

Moving South to Georgia for a 
change of pace . . .  











SKIT #3 – FALSE ENDORSEMENT 
• Script developed by Katherine Wallace 

 

• Research Assistance provided by: DeWitt Perkins III 
 

• Actors: 
• Role of VP of Marketing played by Adriana Vazquez. 
• Role of Larry Maguire played by Todd Williams. 
• Role of Mikey Bishopson played by Michael Bishop. 



FALSE ENDORSEMENT 



FALSE ENDORSEMENT 



The Next 17 
years . . .  



Making the world a better place 



Making the world a better place 



Mikey and Sons 

Mikey Bishopson Sr. at 19 Keith Bishopson at 19 Mikey Bishopson Jr. at 19 









2030 



SKIT #4 – POST-MORTEM RIGHTS 
• Script developed by Joe Staley and Jason Rosenberg 
 
• Research Assistance: Kimberly Scott 
 

• Actors: 
• Role of Mikey Bishopson, Jr. played by Michael Bishop. 
• Role of Keith Bishopson played by Keith Broyles. 
• Role of Adrianna Bishopson played by Blanca Lucila Ibarra Vazquez.  
• Role of Judge played by Jason Rosenberg. 

 



POST-MORTEM RIGHTS 



POST-MORTEM RIGHTS 



POST-MORTEM RIGHTS 



THE LAW 

 
Right of Publicity, Trademark, and 

False Endorsement, oh my . . . . 
 

how they do overlap. 



Overview of the Claims 
Right of Publicity  

• State law claim  
• People automatically have a right to control their own identity 
• Plaintiff must prove the defendant used plaintiff’s identity/persona 

for defendant’s advantage  
Trademark 

• State or federal law claim  
• Must use the mark in commerce to identify goods or services   
• May register to obtain additional federal statutory benefits 
• Plaintiff must prove defendant used plaintiff’s mark in a way that is 

likely to cause confusion 
False Endorsement 

• Federal law claim under §43(a) of Lanham Act  
• Two outlets: infringement prong or false advertising prong 
• Most courts analyze under trademark infringement prong above 
• Courts recognize celebrity persona as analogous to a “trademark,” 

but no requirement that the persona be a trademark.  
 



Defenses 
Right of Publicity:  

• First Amendment - This encompasses noncommercial 
use, transformative use, and incidental use. 
• News reporting, Art, Parody 

• Consent  
 

Trademark:   
• Descriptive fair use, nominative fair use, First 

Amendment  
 

False Endorsement:  
• Nominative fair use, First Amendment 

 



Remedies 
Right of Publicity:  
• Depends on state law; injunctions and monetary damages are 

common 
• Some states allow punitive damages 
 

Trademark:  
• Injunction, defendant’s profits, damages sustained by the 

plaintiff, costs of the action  
 

False Endorsement:  
• Injunction  

• If defendant’s action was willful, plaintiff can get damages listed 
above  

 



Post Mortem Rights 
Right of Publicity 
• A total of 14 states, including GA, have recognized post mortem 

rights.  
• Few states have addressed the duration of these rights.   

 

Trademark 
• Trademark rights can be controlled by a celebrity’s estate or devised. 
• The Lanham Act does not preclude post mortem registration of the 

late celebrity’s name/trademark by an estate or heirs. 
 

False Endorsement 
• Numerous circuits have recognized that false endorsement claims 

can survive after death.   
• The death of the individual may factor into the likelihood of 

confusion analysis. 
 



In Memoriam -- Mikey Bishopson, 1968 – 2030 



THE LAW 

 
Right of Publicity, Trademark, and False 

Endorsement, oh my . . . . 
 

how they do overlap. 



Overview of the Claims 
Right of Publicity  

– State law claim  
– People automatically have a right to control their own identity 
– Plaintiff must prove the defendant used plaintiff’s 

identity/persona for defendant’s advantage  
Trademark 

– State or federal law claim  
– Must use the mark in commerce to identify goods or services   
– May register to obtain additional federal statutory benefits 
– Plaintiff must prove defendant used plaintiff’s mark in a way that 

is likely to cause confusion 
False Endorsement 

– Federal law claim under §43(a) of Lanham Act  
– Two outlets: infringement prong or false advertising prong 
– Most courts analyze under trademark infringement prong above 
– Courts recognize celebrity persona as analogous to a 

“trademark,” but no requirement that the persona be a 
trademark.  

 



Defenses 
Right of Publicity:  

– First Amendment - This encompasses noncommercial 
use, transformative use, and incidental use. 

• News reporting, Art, Parody 
– Consent  

 

Trademark:   
– descriptive fair use, nominative fair use, First 

Amendment  
 

False Endorsement:  
– nominative fair use, First Amendment 

 



Remedies 
Right of Publicity:  

• depends on state law; injunctions and 
monetary damages are common 
– some states allow punitive damages 

 

Trademark:  
• injunction, defendant’s profits, damages 

sustained by the plaintiff, costs of the action  
 

False Endorsement:  
• injunction  

– If defendant’s action was willful, plaintiff can get 
damages listed above  

 



Post Mortem Rights 
Right of Publicity 

• A total of 14 states, including GA, have recognized post 
mortem rights.  

• Few states have addressed the duration of these rights.   
 

Trademark 
• Trademark rights can be controlled by a celebrity’s estate or 

devised. 
• The Lanham Act does not preclude post mortem registration 

of the late celebrity’s name/trademark by an estate or heirs. 
 

False Endorsement 
• Numerous circuits have recognized that false endorsement 

claims can survive after death.   
• The death of the individual may factor into the likelihood of 

confusion analysis. 
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