
1

Atlanta IP Inn of Court – February 11, 2015

CLE Materials1

1. Copyright Termination Rights (p.2)

2. Copyright Fair Use & Cariou v. Prince (p. 9)

3. Alice Corp. (p. 13)

																																																							
1 We	would	like	to	express	our	thanks	to	student	members	Lawton	Brown,	Walter	Freitag,	and	
Margaret	McCoy	for	their	work	in	preparing	these	materials,	and	to	Professor	M.	Scott	Boone,	
Associate	Professor	of	Law	at	Atlanta’s	John	Marshall	Law	School,	for	his	supervision	of	their	efforts.



2

COPYRIGHT TERMINATION RIGHTS - A second (and third) bite at the apple

I. Why Do We Have Termination Rights?

A. Congress intended termination rights to give authors a second bite at the apple
1. It is difficult to know the true value of a copyrighted work until it has been 

exploited
2. Authors often enter into improvident, unremunerative transfers at a time 

when the value of a work is uncertain
3. The termination rights in the Copyright Act of 1976 (the “1976 Act”) give 

authors a chance to, once a work has proved its worth, reclaim the copyright 
and enjoy a larger share of the revenue from that work

B. The renewal provisions of the Copyright Act of 1909 (the “1909 Act”) were 
intended to have the same effect
1. Under the 1909 Act, copyright subsisted for an initial term of 28 years and, if 

renewed, an additional “renewal” term of 28 years.
2. When an author renewed a work under the 1909 Act, he took the renewal 

term free of any prior grants under the initial term.
3. In theory, an author who had made an unprofitable transfer of what proved 

to be a successful work during the initial term of copyright could, when he 
renewed the copyright after 28 years, take back the copyright and enjoy a 
larger share of profits for the remaining 28 years of the copyright.

4. However, the Supreme Court held in Fred Fisher Music Co. v. M. Witmark & 
Sons, 318 U.S. 643 (1943), that an author could grant his interest in the 
renewal term at the same time he granted his interest in the initial term.

5. The Fred Fisher decision, combined with the forfeitures of copyright often 
resulting from authors and their heirs not understanding the formalities of 
renewal, led to the renewal scheme being construed as a failure

C. To avoid the forfeitures worked by the renewal scheme, the 1976 Act instituted 
a single copyright term of life plus fifty years (since extended to life plus 70 
years)
1. Congress still wanted to find a way to give authors a second bite at the apple, 

similar to the original intention of the renewal scheme
2. The termination of transfer provisions of the 1976 Act were a compromise 

between content purveyors and authors to achieve this result
a. Authors wanted a termination right, and content purveyors did not
b. As a compromise, termination was not made automatic; instead, the 

burden is on the author to exercise the right pursuant to statutory 
formalities
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II. Section 203—Termination of Grants Made After January 1, 1978

A. What is Covered
1. Section 203 covers grants of any copyright interest made after January 1, 

1978, regardless of when the work was created
2. Section 203 only applies to grants made by the author of the work including 

assignments, exclusive licenses, and non-exclusive liscenes of a copyright or 
of any right in copyright other than by will

3. Section 203 specifically excludes works made for hire

B. Timing

1. Notice of Termination
a. Serve a “Notice of Termination” that complies with the Copyright Office’s 

regulations on the grantee no more than ten and no less than two years 
before the effective date of termination

b. File this Notice with the Copyright Office prior to the effective date of 
termination

c. Notice must be served in writing between 2 and 10 years before the 
effective date of termination

2. Effective Date

a. A termination under Section 203 can be made effective on any date in a 
five-year window starting 35 years from the date the grant was executed
i. Accordingly, the first terminations under the § 203 were set to be 

effective January 1, 2013 (35 years after January 1, 1978, the effective 
date of the 1976 Act)

b. For a grant that covers the right of publication, a termination under 
Section 203 can be made effective on any date in a five-year window 
running from 40 years after the date of the grant or 35 years after the 
date of publication, whichever is earlier
i. The intention here was to give book publishers a little extra breathing 

room, as book contracts are often signed several years before a book 
is actually completed and published

ii. Some have noted that it is unclear whether this provision might also 
apply to music publishing contracts

C. Who Owns the Termination Right?
1. The author
2. If the author is dead...

a. The author’s widow owns the interest entirely if there are no children or 
grandchildren
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b. The author’s children and the children of any dead children own the right 
entirely if there is no widow

c. If there is both a widow and children or children of dead children, then 
the widow owns half and the children/grandchildren own half

d. Any share owned by the children and children of dead children is divided 
on a per stirpes basis

e. If none of the above are alive, then the author’s 
executor/administrator/personal representative/trustee owns the right

D. Who Can Terminate?
1. Scenario 1: Grant Made by One Author

a. Author can terminate
b. If Author is dead, then the grant can be terminated by any assemblage of 

those who own more than half of the termination right
2. Scenario 2: Grant Made by Two or More Authors

a. A majority of the authors who made the grant are required to join in the 
termination notice to make the termination effective

b. If any Author is dead, that author’s termination right can be exercised by 
any assemblage of those who own more than half of that author’s 
termination right

E. Inalienable
1. Unlike the renewal term under the 1909 Act, the 1976 Act makes clear that 

the termination right is inalienable, and can be exercised “notwithstanding 
any agreement to the contrary.”

2. Any attempt to make a new grant of terminated rights is invalid unless it is 
executed after the effective date of termination
a. There is one exception—after a notice of termination has been served on 

a grantee, a further grant of rights can be made to that same grantee
b. The idea here was that an author could use a termination notice as a 

bargaining tool to renegotiate better terms with the original grantee

F. Limitations
1. Grants made by will cannot be terminated
2. There is no termination right for “works made for hire”
3. Grantee can continue to exploit, post-termination, any derivative works 

made under a license prior to termination (the so-called “derivative works 
exception”)
a. Following termination, the grantee may not create any new derivative 

works based on the copyrighted work covered by the terminated grant.
b. The derivative works exception does not apply if the alterations to the 

work are not substantial and the grantee merely copied the work
4. Only grants made by the author can be terminated
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III. Section 304(c)—Termination of Grants Made Prior to January 1, 1978 of the 
Renewal Term of a Work Created Under the 1909 Act

A. Introduction
1. Under the 1976 Act, the renewal term for works created under the 1909 Act 

was extended from 28 years to 47 years, for a total period of protection of 75 
years

2. Congress viewed this 19-year extension as a totally new property right
3. To give authors the ability to recapture this final 19 years of protection, 

Congress created another termination right in § 304(c) of the 1976 Act
4. This provision works in a similar manner to the § 203 right, so only the 

differences between the two will be highlighted below

B. What is Covered
1. Grants made prior to January 1, 1978, of any interest in copyright for a work 

that subsisted in either its first or renewal term on January 1, 1978 
(essentially, works copyrighted under the 1909 Act)

2. Section 304(c) covers grants made by the author and by persons other than 
the author

C. Timing—Effective Date
1. The effective date of a termination of transfer under § 304(c) can be any date 

in a five-year window starting 56 years from the date copyright in the work 
was originally secured

2. Note that the timing here is measured from the date copyright sprung into 
being, not from the date of the grant sought to be terminated

D. Who Can Terminate?
1. In the case of a grant made by one or more authors, the author (or, if the 

author is dead, a majority of those who own the author’s termination right) 
can terminate the grant just as to his own interest

2. This is different from the termination right in § 203, where a grant made by 
two or more authors can only be terminated as to all the authors, and only if 
a majority of the authors who made the grant join in the termination notice

IV. Section 304(d)—A Third Bite at the Apple

A. Introduction
1. Section 304(d) covers works created under the 1909 Act for which the 304(c) 

termination window had expired prior to the effective date of the Sonny 
Bono Copyright Term Extension Act (October 27, 1998).

2. For these works, the author (or, for a deceased author, the owners of the 
author’s termination right) can terminate a grant effective any date in a five-
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year window starting 75 years from the date copyright in the work was first 
secured

3. The idea here was to allow the authors of such works to reclaim the 
additional 20 years of copyright protection added by the Sonny Bono Act.

4. This provision operates essentially identically to 304(c)

V. Recent Case—Scorpio Music S.A. v. Willis, No. 11-cv-1557 (S.D. Cal. May 7, 2012)

A. Introduction
1. The first terminations under the § 203 were set to be effective January 1, 

2013 (35 years after January 1, 1978, the effective date of the 1976 Act)
2. Copyright scholars refer to the “ticking time-bomb” of terminations that 

would begin to take effect this year
3. Thus far, there has only been one case to address § 203

B. Scorpio Music S.A. v. Willis, No. 11-cv-1557 (S.D. Cal. May 7, 2012)
1. This was an action for declaratory judgment by a music publisher against a 

songwriter and former member of the Village People, filed after the 
songwriter served the publisher with a Notice of Termination pursuant to § 
203.

2. Primary Issue – Validity of the Notice
a. The grants that Willis sought to terminate covered songs that he had 

written with another co-author, and in some cases, two co-authors.
b. Publisher argued that, under § 203, a majority of the authors of a work 

had to join in the termination notice for it to be valid
c. But here, the actual grants Willis sought to terminate had only been 

executed by him and pertained only to his copyright interest in the songs
d. Engaging in statutory interpretation, the court held that a grant executed 

by a single co-author need only be terminated by that co-author, even if 
other co-authors had engaged in other transfers of their interests.

3. “Work for Hire” Argument Withdrawn
a. The music publisher’s complaint for declaratory judgment had asserted 

that the works at issue were “works for hire,” and thus the grants could 
not be terminated

b. At oral argument, the publisher’s counsel withdrew this claim
c. This is a key argument that music publishers and record companies hope 

will block many termination attempts
d. Perhaps the publisher’s counsel here thought its claim was weak, and 

feared an adverse decision that could create good precedent for 
terminating authors

4. Share of Copyright Interest
a. The music publisher claimed that Willis, if his termination is successful, 

should only reclaim a share of the copyright equivalent to the publishing 
royalties he currently earns for each song from BMI
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b. These percentages ranged from 12-20% depending on the song
c. But the court noted co-authors, absent an agreement to the contrary, 

own equal shares of the work
d. Thus, for works for which Willis was one of three co-authors, Willis 

originally granted, and would receive back through termination, 1/3 of 
the copyright in the work

e. Willis, however, disputed that one of the co-authors was actually a co-
author for some of the songs

f. The court acknowledged in that case, he would reclaim ½ of the copyright 
in those songs

g. The court allowed the publisher to amend its complaint for declaratory 
relief to specifically ask the court to declare whether the disputed co-
author was truly a co-author, and what shares of the copyright in the 
works Willis would be reclaiming

h. This issue is still being litigated

VI. Recent Case #2—DC Comics v. Pac. Pictures Corp., 545 F. App'x 678, 679 (9th Cir. 
2013) cert. denied sub nom. Peary v. DC Comics, 135 S. Ct. 144, 190 L. Ed. 2d 231 
(2014)

A. Introduction
1. Joseph Shuster and Jerry Siegel created Superman in 1934, and in 1938 

transferred their copyright to the predecessor to DC Comics for a one-time 
payment of $130 (the “’38 grant”)

2. In 1975, DC’s parent company executed an agreement with Shuster and 
Siegel to provide them each with a life pension, and Shuster’s brother, with 
survivorship benefits. In return, Shuster and Siegel re-acknowledged that DC 
Comics owned all rights to Superman.

3. Shuster passed away in 1992 and was survived by his siblings, who asked DC 
to increase the survivorship pension which DC agreed to do.

4. To effectuate that agreement, the parties executed a pension agreement 
(the “’92 agreement”) which included a provision that stated the agreement 
“fully settles all claims” regarding “any copyrights, trademarks, or other 
property right[s] in any and all work created in whole or in part by . . . Joseph 
Shuster” and further “now grant[s] to [DC] any such rights.”

5. In 2003, the Shuster estate filed a termination notice pursuant to §304(d) to 
reclaim the copyright that Shuster had assigned in the ’38 grant.

6. DC resisted and litigation followed.
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B. Primary Issue – Section 304 Termination Availability
1. This was an action for declaratory judgment by assignee of the Superman 

copyright (DC Comics) against the executor of the estate of Superman’s co-
creator (Shuster), filed after the estate served the assignee with a Notice of 
Termination pursuant to §304.

2. DC argued that because Section 304 applies only to the termination of 
assignments “executed before January 1, 1978” the ’92 agreement forecloses 
the estate’s 2003 notice of termination because there is no pre-1978 grant 
assignment to terminate.

3. In an unpublished opinion, the district court for the Central District of 
California ruled that the Shuster estate could not exercise the Section 304 
termination right. According to the district court, the 1992 agreement 
superseded the 1938 grant as an implicit revocation and re-grant of the 
copyright to DC Comics. As such, there was no pre-1978 copyright grant 
subject to termination under Section 304.

4. The divided Ninth Circuit panel affirmed, relying upon its prior decision in 
Milne ex rel. Coyne v. Stephen Slesinger, Inc., 430 F.3d 1036 (9th Cir. 2005). 
a. The estate argued that the ’92 agreement did not expressly cancel the ’38 

agreement but the Court affirmed that, as a matter of New York contract 
law, the ’92 agreement between the heirs and DC had replaced Shuster’s 
original copyright grant with an entirely new copyright assignment to DC, 
one that was not affected by the purported termination.

5. On October 6, 2014, the Supreme Court announced it would not be granting 
cert
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COPYRIGHT FAIR USE & Cariou v. Prince

I. Introduction to Fair Use

A. Fair use, originally a judicially created affirmative dense, was codified by 
Congress in § 107 of the 1976 Act. Congress’ intent in codifying fair use was “to 
restate the present judicial doctrine of fair use, not to change, narrow, or enlarge 
it in any way.”

1. “Notwithstanding the provisions of sections 106 and 106A, the fair use of a 
copyrighted work, including such use by reproduction in copies or 
phonorecords or by any other means specified by that section, for purposes 
such as criticism, comment, news reporting, teaching (including multiple 
copies for classroom use), scholarship, or research, is not an infringement of 
copyright. “ 17 U.S.C. § 107

B. The fair use analysis does not have any bright-line test or per-se rules but is an 
“equitable rule of reason” that turns on the specific facts of each case. The 
courts my balance a number of factors including a non-exhaustive list of 
considerations articulated in §107:

1. the purpose and character of the use, including whether such use is of a 
commercial nature or is for nonprofit educational purposes; 

2. the nature of the copyrighted work; 
3. the amount and substantiality of the portion used in relation to the 

copyrighted work as a whole; and 
4. the effect of the use upon the potential market for or value of the 

copyrighted work. 

C. Fair use is a mixed question of law and fact. The court engages in factfinding with 
respect to each consideration, but the ultimate conclusion after weighing the 
factors is one of law.

D. Purpose and Character

1. While the preamble of §107 enumerates several exemplary uses where the 
use of a copyrighted work may be fair, the fact that a particular activity fits 
within these categories does not establish that the use is fair per se

2. In Campbell v. Acuff-Rose, decided in 1994, the Supreme Court emphasized 
that the first factor is a primary indicator of fair use and when evaluating the 
purpose and character of the use, the more transformative the new work, 
the less significant the other three factors will be. It also asserted that the 
commercial nature of the defendant’s activity is “only one element of the 
first factor enquiry”
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3. In practice, courts evaluating the purpose and character of a use focus on the 
extent to which the activity is or is not: (1) transformative and (2) 
commercial.
a. In general, the more transformative a use, the more likely it is a fair use. 

The more commercial a use, the more likely it will be found to not be fair 
use.

4. In evaluating whether a new use is transformative, the courts look to see 
whether the defendant’s work merely serves the same function as the 
original work, “or instead adds something new, with further purpose or 
different character, altering the first with new expression, meaning or 
message.”

5. While transformative use is favored, in some cases even completely non-
transformative uses may be fair such as photocopying of printed materials in 
an educational setting due to the noncommercial nature of the use.

E. Nature of the Copyrighted Work
1. When a work is more creative as opposed to factual it is generally more 

difficult to establish fir use because the works are “closer to the core of 
intended copyright protection than others.” 

2. If a work is highly creative, it will generally weigh against a finding of fair use. 
Conversely, where the work is less creative and more factual, there is more 
leeway because the dissemination of factors or information benefits the 
public. 

3. In Harper & Row, the Supreme Court held that “the fact that a work is 
unpublished is a critical element of its ‘nature,’” and, thus, “the scope of fair 
use is narrower with respect to unpublished works.” This protects an 
author’s right to control the first public appearance of his or her work.

F. Amount and Substantiality of the Portion Taken
1. Courts evaluate the portion of the work that is taken, looking at both the 

amount and substantiality assessed both qualitatively and quantitatively.
2. Generally speaking, the more of a work is taken, the less likely the use is to 

be fair. That said, even copying of a small percentage of a work may be found 
to be infringing if the portion copied is the “heart” of the protected work.

3. If the copied work makes up a substantial portion of the infringing work, the 
factor will weigh against a finding of fair use.

4. This factor is commonly at issue in cases involving parody and satire. In 
parody, the underlying work is used in order to comment or critique the 
original work. Parody by its nature requires the underlying work to make its 
commentary. In some cases, even copying that goes to the “heart” of the 
underlying work may be reasonable in light of the defendant’s parodic 
purpose.

5. Satire on the other hand uses the original work as a vehicle, but you are not 
commenting on or critiquing that work. Satire can stand on its own two feet 
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and thus, requires justification for the barrowing, making it more difficult to 
support a finding of fair use.

G. Effect of the Use Upon the Potential Market
1. An important factor is whether or not the challenged use deprives the 

copyright owner of income or undermines a new or potential market for the 
copyrighted work. It is especially relevant when the “effect” on the market is 
a market substation, where the defendant’s work could serve as a substitute 
for the original.

2. The market for parodies is disregarded in analyzing potential markets for a 
copyrighted work. A successful parody may cause a reduction in demand for 
the work due to changed opinions about the original work however it does 
not perform a market substation, and therefore is not relevant to the 
analysis of the four fair use factor

3. Courts will also “consider not only the extent of market harm caused by the 
particular actions of the alleged infringer, but also whether unrestricted and 
widespread conduct of the sort engaged in by the defendant would result in 
substantially adverse impact on the potential market.” Thus, as in Campbell, 
while a single unauthorized song download will only have a negligible effect 
on the market, widespread conduct of the same type could significantly 
impact the demand for the authorized copies.

II. Cariou v. Prince, 714 F.3d 694, 699 (2d Cir.) cert. denied, 134 S. Ct. 618, 187 L. Ed. 
2d 411 (2013)
A. Cariou, a professional photographer, published a book of photographs titled Yes 

Rasta containing both portraits of Rastafarian individuals and landscapes in 
Jamaica. 

B. Prince, a well-known “appropriation artist” exhibited artwork from 2007-08 in St. 
Barts including a collage entitled Canal Zone. The collage consisted of 35 
photographs torn from Yes Rasta and attached to a wooden backer board. Prince 
painted over some portions of the photos and used only portions of others, 
while some were used in their entirety or nearly so. Prince ultimately completed 
29 paintings in the series, 28 of which included photos from Yes Rasta. 

C. Twenty-two of the paintings were shown in Manhattan in 2008 which had the 
impact of derailing a showing that Cariou had been negotiating at another 
gallery.

D. Cariou sued Prince for infringement and the District Court rejected Prince’s fair 
use defense, declining to find “appropriation art” per se “transformative.”  Given 
Prince’s assertion “that he doesn’t ‘really have a message.’” “his purpose in using 
Cariou’s Rastafarian portraits was the same as Cariou’s original purpose in taking 
them: a desire to communicate to the viewer core truths about Rastafarians and 
their culture.” 
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E. On appeal, the Second Circuit reversed, strongly criticizing the district court’s 
analysis, especially in its transformative analysis focusing on Prince’s lack of a 
message.
1. The court felt that Prince’s work could be transformative even though his 

deposition testimony lacked any explanation, the Court instead focused on 
“how the work in question appears to the reasonable observer, not simply 
what an artist might say about a particular piece or body of work.” 

2. By looking at how Prince’s work could be “reasonably be perceived” the 
Court concluded that most of Prince’s images “have a different character, 
give Cariou’s photographs a new expression, and employ new aesthetics with 
creative and communicative results distinct from Cariou’s.” The court 
concluded that twenty-five of Prince’s pieces were transformative as a 
matter of law.

3. With respect to the fourth fair use factor, the Second Circuit determined that 
the gallery owner did not cancel Cariou’s show “because it had already been 
done. . . but rather because she mistakenly believed that Cariou had 
collaborated with Prince on the [other] show.” The Court continued “Prince’s 
audience is very different from Cariou’s, and there is no evidence that 
Prince’s work ever touched—much less usurped—either the primary or 
derivative market for Cariou’s work.  The Court concluded this factor weighs 
in Prince’s favor.

F. The Court remanded for a determination whether Prince’s almost unadorned 
appropriations from five of Cariou’s photographs were sufficiently 
transformative to qualify as fair uses of those images.

G. The parties settled out of court prior to remand.

III. Other Recent Cases
A. Authors Guild, Inc. v. HathiTrust, 755 F.3d 87, 90 (2d Cir. 2014)
B. Cambridge University Press v. Patton, 769 F.3d 1232, 1237 (11th Cir. 2014) – GSU 

Copyright Case
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Alice Corp. v. CLS Bank 

Summary of Alice including the Mayo 2-step analysis

On June 19, 2014, the Supreme Court issued an opinion in Alice Corporation v. CLS Bank 
International, 134 S. Ct. 2347 (2014). The patents in Alice disclosed a computer-
implemented scheme for mitigating settlement risk (i.e., the risk that only one party 
would pay what it owed in a financial transaction) by using a third-party intermediary. 
The issue was whether the claims were patent eligible under 35 U.S.C.S. § 101, or were 
an abstract idea, and thus ineligible for patent protection.

At the heart of the claims was the idea of intermediated settlement. Intermediated 
settlement is a fundamental economic practice, and using a third party intermediary is a 
building block of our modern economy. The method claims required only generic 
computer implementation and added nothing that was not already present when 
considering the other steps separately. Without more, the claims did not lift the 
invention out of the realm of abstract idea into patent eligibility under 35 U.S.C. § 101. 
The Court adopted the two-step analysis in Mayo Collaborative Services v. Prometheus 
Laboratories, Inc., 132 S. Ct. 1289 (2012) to distinguish patents that claim laws of 
nature, natural phenomena, and abstract ideas from those that claim patent-eligible 
applications of those concepts. 

Step 1:  Determine whether a claim is directed to an abstract idea, law of nature, 
or natural phenomenon. If so, proceed to Step 2; otherwise, the inquiry ends.
Step 2:  Consider the elements of the claim both individually and “as an ordered 
combination” to determine whether the additional elements are sufficient to 
“transform the nature of the claim” into a patent-eligible application.

The selection of the test in Mayo was crucial in the Alice decision. It extended the Mayo 
test, which only dealt with ineligibility of a law of nature and natural phenomenon, to 
abstract ideas as well.
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The Court reasoned that if the presence of a general purpose computer in a claim “were 
the end of the § 101 inquiry, an applicant could claim any principle of the physical or 
social sciences by reciting a computer system configured to implement the relevant 
concept.” Further, the recitation of a general-purpose computer does not add an 
“inventive concept” to the claims sufficient to transform the claimed abstract idea into a 
patentable invention.
The Court concluded that “viewed as a whole, [Alice Corp.’s] method claims simply 
recite the concept of intermediated settlement as performed by a generic computer.” 
The Court held that the system and computer-readable media claims “fail for 
substantially the same reasons,” noting that the structural components recited in these 
claims would be present in nearly every computer. Thus, the Court held all the claims 
invalid as a patent-ineligible abstract idea.


