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Supreme Court and IP 

• One might think, SCOTUS would tire of patent law...  
• But 2013 Term was most hyper-active year in 

decades 
• October 2014 Term: two TM, one patent, no © (yet) 
• TOTALS SINCE 2000 TERM 

– Patent = 31cases 
– Trademark = 12 cases 
– Copyright = 10 cases 



IP Cases at Supreme Court Since 
2000 
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Percent of Patent Cases per Term 
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Why Is the SCOTUS So Interested in 
Patent Law? 
1. “Traditional” Supreme Court issues 
2. Circuit (intra- and inter-) splits 
3. The interplay / overlap of IP regimes 
___________________________________ 
4. Bringing patent law back into the mainstream 
5. Correcting CAFC misinterpretations of recent decisions 
6. Concerns with Fed. Cir. as specialized court 
7. Fear of Fed. Cir. bright-line rules 
8. Recognition of importance of patent/flaws in system 

Not patent 
specific – apply 
to all IP 



“Traditional” Supreme Court Issues 

1. Constitutional Law 
– Patent:  Markman, Warner-Jenkinson, Florida Prepaid 
– Copyright:  Eldred, Golan 

2. Administrative Law 
– Patent:  Zurko, Hyatt, Microsoft v. i4i, Merck, Caraco 
– TM: POM (FDA v. TM)  

3. Procedure / Jurisdiction 
– Carlsbad, Unitherm, Holmes, Nelson, MedImmune, Medtronic 
– TM : Cooper Indus, Already 

4. Changing SCT Precedent 
– Ill. Tool Works 
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Presentation Notes
Nelson v. Adams (1999 Term):  “The District Court erred in amending the judgment immediately upon permitting amendment of the pleading. Due process, as reflected in Rule 15 as well as Rule 12, required that Nelson be given an opportunity to respond and contest his personal liability for the fee award after he was made a party and before the entry of judgment against him.”Cooper Indus:  standard of review for constitutional challenge on punitive damages award (hold: de novo)Illinois Tool Works:  mere fact that a tying product is patented does not support a presumption of market power in a patented product, abrogating Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. 488 , 62 S.Ct. 402, 86 L.Ed. 363, International Salt Co. v. United States, 332 U.S. 392 , 68 S.Ct. 12, 92 L.Ed. 20, United States v. Loew's Inc., 371 U.S. 38 , 83 S.Ct. 97, 9 L.Ed.2d 11, and Jefferson Parish Hospital Dist. No. 2 v. Hyde, 466 U.S. 2 , 104 S.Ct. 1551, 80 L.Ed.2d 2;(2) in all cases involving a tying arrangement, the plaintiff must prove that the defendant has market power in the tying product; and(3) patent did not give rise to presumption that patentee had market power.�



Inter- and Intracircuit Splits 

• Intercircuit splits = traditional means for © and TM 
–  TrafFix, Lexmark 

• Intracircuit splits at CAFC 
– Fractured en banc decisions (Markman, Warner-Jenkinson, 

Festo, Alice non-decision in part) 
– Dissents / “strongly worded” concurrences 
– Specialized court = more likely to have entrenched views, 

well-explicated in opinions 



The interplay / overlap of IP regimes 

• TrafFix (patent and TM) 
• Dastar (© and TM) 
• J.E.M. (patent and PVPA/PPA) 
 
• Grokster (import patent to ©) 
• Global-Tech (look at patent post-©/Grokster) 



Bringing Patent Law Back Into the 
Mainstream 

• eBay – injunctions in patent cases aren’t special 
• MedImmune – DJ actions in patent law don’t differ in 

kind 
• Global Tech – Importing ideas of “knowledge” from 

other areas of the law 
• Microsoft v. AT&T – limiting extraterritorial scope of 

U.S. patents (Cf. Morrison) 
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Extraterritoriality – perhaps not get the message (Transocean)



Correcting CAFC misinterpretations 
of recent decisions: “Book Ends” 

• Warner-Jenkinson  Festo 
• Bilski  Prometheus  Myriad  Alice 
• Form of “error correction” by SCT?   
 
• Kirtsaeng (post-script to Quanta…NOPE) 
• Already (post-script to MedImmune…maybe) 
• MedImmune  Medtronic 

 
 



Concerns with Fed. Cir. as specialized 
court 

• Holmes 
 
• Metabolite 

 
• KSR 

 
• Akamai 
 

“Moreover, occasional decisions by 
courts with broader jurisdiction will 
provide an antidote to the risk that 
the specialized court may develop 
an institutional bias.” (Stevens, J., 
concurring) 

“[A] decision from this generalist Court 
could contribute to the important 
ongoing debate, among both 
specialists and generalists, as to 
whether the patent system, as 
currently administered and enforced, 
adequately reflects the "careful 
balance" that "the federal patent laws 
... embod[y].“ (Breyer, J., dissenting) 

“The Federal Circuit's analysis 
fundamentally misunderstands what it 
means to infringe a method patent.” 

Presenter
Presentation Notes
Holmes:  “Necessarily, therefore, other circuits will have some role to play in the development of this area of the law.  An occasional conflict in decisions may be useful in identifying questions that merit this Court’s attention.  Moreover, occasional decisions by courts with broader jurisdiction will provide an antidote to the risk that the specialized court may develop an institutional bias.” 



A Change In Attitude re: CAFC?  

• Compare Warner-Jenkinson:  
“[W]e see no purpose in going further and micromanaging the 

Federal Circuit's particular word choice…[W]e leave such 
refinement to that court's sound judgment in this area of its 
special expertise. 

• With Festo 
“The Court of Appeals ignored the guidance of Warner-

Jenkinson, which instructed that courts must be cautious 
before adopting changes that disrupt the settled expectations 
of the inventing community.” 
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Warner-Jenkinson: “With these limiting principles as a backdrop, we see no purpose in going further and micromanaging the Federal Circuit's particular word choice for analyzing equivalence. We expect that the Federal Circuit will refine the formulation of the test for equivalence in the orderly course of case-by-case determinations, and we leave such refinement to that court's sound judgment in this area of its special expertise.



Fear of Fed. Cir. bright-line rules 

• Festo : reject absolute bar for PHE 
• KSR : reject rigid “TSM” test 
• eBay: reject near per se rule for injunctions 
• MedImmune : reject “apprehension of suit” test 
• Bilski: reject “machine-transformation” test 
• Nautilus: reject “insolubly ambiguous” test 



Recognition of importance of IP 

• Merck v. Integra – striking balance in pharmaceutical 
context  

• Important in information-based economy 
• But…copyright and TM seem important as well 
• Fails to explain dearth of non-patent cases 
• Awareness of criticisms of patent system? 

– FTC, NRC  eBay, KSR 
– PAEs  Alice, Highmark, Octane, Akamai, Nautilus 



Those That Don’t Fit Well  

• Pfaff (on-sale bar standard) 
• ANDA-related cases 
• Stanford v. Roche (ownership under Bayh-Dole) 
 



IP Cases from Oct. 2013 Term 

Patent 
• Medtronic v. Mirowski Family 
• Limelight Networks v. Akamai Techs. 
• Nautilus v. Biosig Instruments  
• Alice Corp. v. CLS Bank 
• Octane Fitness v. Icon Health & Fitness 
• Highmark v. Allcare Health Mngmnt Sys. 
Trademark 
• POM Wonderful v. Coca Cola Com. 
• Lexmark Int'l v. Static Control Corp. 
Copyright 
• American Broadcasting Companies v. Aereo 
• Petrella v. MGM 



Medtronic v. Mirowski Family 

• Burden of proof of infringement in DJ action by licensee not in 
breach 

• CAFC – accused infringer bears burden of showing not 
infringe 

• SCOTUS – reject; burden stays on patentee 
– DJ Act = jurisdictional/procedural, not substantive 
– Uncertainty – licensee loses, then patentee… 
– Complexity – how can licensee know patentee’s theory of 

infringement?  
– Policy – DJ action meant to avoid “dilemma” 
– Public interest in well-balanced patent system 

 



Limelight v. Akamai 

• “whether a defendant may be liable for inducing infringement 
of a patent under 35 U.S.C. §271(b) when no one has directly 
infringed the patent under §271(a) or any other statutory 
provision.” 

• NO – SCOTUS restores link b/t§§271(a) and (b) (and maybe 
others) 
– Entire oral argument concerned with divided infringement 

• Avoids some odd consequences (e.g. no territorial limits) 
• Divided infringement back to CAFC 

– Refused en banc, even with SCOTUS suggestion 
– Still bound by Muniauction 
– Argued in Sept. 



Nautilus v. Biosig Instruments  

• Standard for indefiniteness under §112(b) 
• “in spaced relationship with each other.”  
• CAFC – “insolubly ambiguous”, “not amenable to 

claim construction” 
• SCOTUS – reject; claim must “inform those skilled in 

the art about the scope of the invention with 
reasonable certainty” 



Alice Corp. v. CLS Bank 

• Computer-implemented scheme for mitigating “settlement 
risk” 

• Claims  method, computer system, and computer-readable 
medium  

• Two-step method to assess 
1. Claims directed to patent-ineligible concept? 
2. If so, “what else is there in the claims before us” to 

determine whether the additional elements “transform 
the nature of the claim” into a patent-eligible 
application? 
• Search for an inventive concept 

 
 



Octane Fitness v. Icon Health & Fitness 

• Standard for exceptional case for defendant 
• CAFC: absent misconduct, required both: 

– objectively baseless case (legal, de novo) 
– brought in subjective bad faith 

• SCOTUS 
– "exceptional" case = “one that stands out from others with 

respect to the substantive strength of a party's litigating 
position (considering both the governing law and the facts 
of the case) or the unreasonable manner in which the case 
was litigated” 

– DCT discretion, considering totality of circumstances 



Highmark v. Allcare Health Mgt Sys. 

• CAFC – reviewed “objection” prong de novo 
• SCOTUS 

– Rejected that prong 
– All reviewed for abuse of discretion 



POM Wonderful v. Coca Cola Com. 

• False advertising v. FDCA/FDA regulation 
• Coca-Cola’s juice 

– Prominent "pomegranate blueberry"  
– 0.3% pomegranate juice and 0.2% blueberry juice 
– Satisfies FDA regulations 

• FDCA preclude false advertising claim? 
• SCOTUS – no 

– Not preemption – co-equal federal law, not fed v. state 
– Statutes complement each other 
– “Lanham Act protects commercial interests against unfair 

competition, while the FDCA protects public health and 
safety.” 



Lexmark Int’l v. Static Control Corp. 

• Standing in false ad under Lanham Act 
• Three-way circuit split 

1. Factors in Associated General Contractors (AGC) (3d, 5th, 
8th & 11th) – from antitrust 

2. Categorical (only actual competitor) (7th, 9th and 10th) –
only false ad, not association 

3. Version of “reasonable interest” test (6th and 2d) -- not 
treat false ad and association differently 

• Reject all of them 
– Straightforward statutory interp 
– Zone of interest + proximate cause 
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an injury to a commercial interest in sales or business reputation proximately caused by the defendant's misrepresentations.



American Broadcasting Companies v. 
Aereo 

• “Public performance” when individual antenna 
receives air-broadcast TV; then sent over internet 
(though makes copy) 

• SCOTUS: yes—both a performance, and a public one 
– Not equipment provider 
– Performs/transmits program, like cable 
– Not matter that not continuously transmit (but see 

dissent) 

 



Petrella v. MGM 

• Is laches a defense to copyright infringement within 
3 year statute of limitations? 

• SCOTUS: no 
– Laches was defense in equity 
– Footnote 15: patent 6-year cap on damages 

• Laches available? 
• Patent law seems exactly wrong – precludes pre-suit damages 

(legal), but not prospective relief [start] 



Cert Granted Already 

• Teva v. Sandoz  (patent) 
–  Standard of review for claim construction (indefiniteness 

case)   
• B&B Hardware v. Hargis Industries 
• Hana Financial v. Hana Bank 
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Medtronic v. Boston Scientific (patent) – to be argued Oct. 8Lexmarkj– to be argued Oct. 16Whether the appropriate analytic framework for determining a party’s standing to maintain an action for false advertising under the Lanham Act is (1) the factors set forth in Associated General Contractors of California, Inc. v. California State Council of Carpenters as adopted by the Third, Fifth, Eighth, and Eleventh Circuits; (2) the categorical test, permitting suits only by an actual competitor, employed by the Seventh, Ninth, and Tenth Circuits; or (3) a version of the more expansive “reasonable interest” test, either as applied by the Sixth Circuit in this case or as applied by the Second Circuit in prior cases.



Will the SCT Bite on More IP 
Cases? 

CVSGs in IP Cases 
Patent 
• Akamai v. Limelight –  joint infringement and 

active inducement 
• Sony v. 1st Media – inequitable conduct 

(Therasense) 
Trademark 
• POM Wonderful v. Coca-Cola – preemption of 

Lanham Act based on product label regulated 
under FDCA 
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Sony:  Therasense – absent affirmative egregious misconduct, (1) specific intent to deceive PTO and (2) but-for materiality.”  Remedy = unenforceability of entire patent.  Applicant withheld 3 references; no proof of intentChallenge here is to both standard and remedyPOM: New Coke product contains about 99.4% apple and grape juices, 0.3% pomegranate juice, 0.2% blueberry juice, and 0.1% raspberry juice. The front label displays the product's name and a vignette depicting each of those fruits.  BUT FDA regulates names and labels, and OK under FDA



Patent Cert Petitions 

• Nokia v. ITC (patent) 
– ITC jurisdiction for “domestic industry” if no domestic 

manufact*ure of patented good (PAEs?) 

• Highmark v. Allcare 
– FRCP 52(a) and deference on appeal 
– Here, de novo review of “objectively unreasonable” aspect 

of exceptional case finding 
– Fractured en banc  (7-5)declined rehearing en banc 

• Fox v. Cree 
– Abandoned, suppressed or concealed under 102(g) 



Patent Cert Petitions (cont) 

• Intema v. PerkinElmer and CLS Bank v. Alice Corp. 
– Subject matter eligibility (again!) 
– Intema – personal medicine test 
– CLS Bank – computer-implemented process and system 

(fractured en banc non-decision) 

• Maersk v. Transocean 
– Extraterritorial reach of “offer to sell” infringement 
– Possible to “offer to sell” or “sell” based solely on 

diagrams 



Thank you! 

Comments/questions – tholbrook@emory.edu 
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